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Tue Lawrence-WIiLuiamMs Company v. Societe ENFANTS 
GomBAULT ET CIE 


United States Circuit Court of Appeals, Sixth Circuit 
November 17, 1927 


Trape-Marks—“Gompavtt’s Caustic Batsam”—Exciusive AGENCY—TITLE 
or Foreign Maker Garnep sy Use 1x Unrrep Srartes. 
Appellee’s use in the United States for a considerable period of 

the words “Gombault’s Caustic Balsam” as a trade-mark for a vet- 
erinary specialty, made by it in France, prior to the exclusive use 
thereof made in the United States by appellant under an agency con- 
tract, held sufficient to vest appellee with exclusive right to the mark. 

Same—Same—Same—Errect or Exciusive Agency ConvTracr. 

Where appellant obtained by contract with appellee the exclusive 
sales rights in the United States and Canada of the latter’s product, 
“Gombault’s Caustic Balsam,” made by it in France, but always sold 
and advertised same under the original mark of its foreign maker, 
such acts tended to and did identify said product with appellee; 
hence, appellant could not assert ownership thereof. 

Same—Same—Same—RioGuts 1x Unrrep States REcistTration. 

The fact that appellant obtained in the United States the regis- 
tration of a trade-mark substantially identical with that previously 
registered by appellee in France did not establish the former’s claim 
to the mark, inasmuch as there was no evidence to show that appellee 
consented to or even knew of such registration. 


In equity. Appeal from United States District Court, North- 
ern District of Ohio, Eastern Division, in a trade-mark infringe- 
ment case. Affirmed. For decision below, see 16 T. M. Rep. 467. 


Stearns, Chamberlain & Royon, and Robb, Robb § Hill, all 
of Cleveland, Ohio, for appellant. 

Hervey, Barber §& McKee (Lanier McKee and Arthur Wm. 
Barber, of counsel), all of New York City, and Garfield, 
MacGregor § Baldwin (Arthur D. Baldwin and C. M. 
Babst, of counsel), all of Cleveland, Ohio, for appellee. 


Before Denison, Moorman and Knappen, Circuit Judges. 


Moorman, Circuit Judge: The subject of this litigation is 
a trade-mark consisting of the words “Gombault’s Caustic Bal- 
sam,” with the picture of a farm scene, with a jockey mounted on 
a race horse and holding in his hand a bottle. It is used in selling 
a liniment for horses and other stock. The bill as amended asserted 





504 SEVENTEEN TRADE-MARK REPORTER 


infringement of this trade-mark and unfair competition, with a 
prayer for an injunction and accounting. The answer denied in- 
fringement and unfair trade competition, claimed the same trade- 
mark, alleged infringement thereof by plaintiff, and sought an 
injunction and accounting. The decree adjudged ownership in 
plaintiff, infringement and unfair trade and competition by de- 
fendant, and enjoined defendant and its officers and agents from 
using the words “Gombault’s Caustic Balsam” or the signature 
“J. Gombault” or “J. E. Gombault” in advertising or selling any 
preparation or product not of plaintiff's manufacture, and from 
otherwise unfairly competing with plaintiff by representing or 
causing it to be believed that any preparation manufactured and 
sold by defendant was the Gombault’s Caustic Balsam manufac- 
tured by plaintiff. The plaintiff was enjoined under the prayer 


of a cross bill from selling or offering to sell its product enclosed 


in any carton so similar to two of defendant’s cartons offered in 
evidence as to confuse or deceive the purchasing public, and from 
using in the sale of its product a leaflet which defendant had there- 
tofore used. No appeal has been taken from the decree against 
plaintiff. 

The plaintiff's liniment is made according to a secret formula 
discovered in 1868 by J. E. Gombault, a veterinary surgeon of 
the French Army. The defendant, a corporation organized under 
the laws of Ohio, is the successor in interest to M. J. Lawrence, 
who in 1880 made a contract with Gombault, the son of the first 
maker of the liniment, for the exclusive right to introduce and sell 
his liniment in the United States and Canada. New contracts 
were made in 1899 and 1913 with immaterial modifications of the 
terms of the first. Each of them was limited to a term. In 1925 
the contract of 19183 was cancelled by mutual agreement. Since 
that time defendant has been making and selling a preparation, 
under the same trade-marks and labels that it used on the Gom- 
bault preparation. 

Prior to the agreement of 1880, Gombault had introduced his 
liniment into the United States and Canada through an agent, 
Dingreville, who established himself in this country and visited 
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many cities, introducing and selling the remedy. He operated 
under the name of A. Dingreville & Co., distributed samples and 
advertised and sold the remedy as “Gombault’s Caustic Balsam.” 
In May of 1880 his firm, composed of Dingreville and S. A. 
Schwab, assigned to Lawrence, for a consideration of $600, about 
sixty-five gallons of “Gombault’s Caustic Balsam,” some two hun- 
dred filled bottles of the balsam, and the good-will, books, accounts, 
letters and contracts of the firm, together with “all the rights, 
benefits and privileges belonging to the said firm of A. Dingreville 
& Company in the business of the introduction and exclusive sale 
of the said Gombault’s Caustic Balsam in the United States and 
Canada.” 

Shortly thereafter Lawrence went to France and contracted 
with Gombault for the exclusive right to introduce and sell his 
liniment in the United States and Canada. The terms of the 
contract are set forth in a letter from Gombault to Lawrence of 
June 19, 1880. There is no formal acceptance of this letter in 
the record, but the conduct of the parties thereafter, with the 
later contracts and references therein to the first contract, shows, 
we think, that the letter contained the exact terms of the agree- 
ment. It purported to confirm conditions “verbally agreed upon’’ 
the day before by the writer and Dingreville, representing Law- 
rence; and it granted to Lawrence the exclusive right or agency 
(which is in dispute depending upon the correct translation of the 
French words “depot’’ or “depositaire’’) to sell in the United States 
and Canada, the veterinary preparation invented by Eugene Gom- 
bault, the father of the writer, the preparation being known as 
“Gombault’s Caustic Balsam.” The agreement was to run for ten 
years, and Lawrence bound himself to buy every year a minimum 
of a thousand liters of the preparation. In case of his death, his 
heirs or representatives were not required to continue the exploita- 
tion of the remedy and would not be held liable for damages; but 
if his heirs should wish to continue the contract, Gombault would 
be held bound by its terms and conditions. In case of Gombault’s 
death before the expiration of the contract, his heirs or repre- 
sentatives would not be forced to continue the contract, but they 
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would not be permitted to give the agency or right of sale to anyone 
else. 

Lawrence was authorized to carry on his labels, circulars and 
printed matter, the title of “sole proprietor for the U. S. A., 
Ontario and Canada without giving him the right to avail himself 
of this title against N. Gombault, who only grants it as a courtesy 
to render the placement easier.’’ Gombault was forbidden to ship 
under any presentation caustic balsam into the United States or 
Canada, but was not to be held responsible for importations of 
the product of which he had no knowledge; and he agreed that he 
would do all in his power to prevent shipments being made from 
France to America in competition with Lawrence. The labels and 
pamphlets were to present the preparation as “J. E. Gombault’s 
Caustic Balsam, Ex-Veterinary Surgeon to the French Govern- 
ment Studs,” a designation similar to the French legend “Baume 
Caustique de J. E. Gombault, Ex-Veterinaire des Haras de France,” 
under which the liniment had been marketed in France for many 
years. The stopper was to “bear the signature of J. E. Gombault”’; 
and it was provided that at the expiration of the contract Law- 
rence should have the right to renew it for another period of ten 
years upon giving a stipulated notice, in which event it should go 
on for another such term unless Gombault was not physically able 
to make the preparation, in which case the agency or right of sale 
should not be given to another. 

The contract of August 11, 1899, which refers to the former 
contract as made June 21, 1880, was made with Mme. Gombault, 
who conceded to the defendant, Lawrence-Williams Company, the 
successor of Lawrence, the exclusive right of sale of the prepara- 
tion in the United States and Canada. That company agreed to 
sell the liniment under the name “J. E. Gombault’s Caustic Bal- 
sam,” and that the capsules of the bottles, the labels and prospectus 
should bear the signature of “J. Gombault.” The contract recited 
that Eugene and Mme. Gombault consented to a form of bottle 
and label for use in the United States and Canada; that the former 
contract had been carried out to the satisfaction of both parties; 
and that the instant contract was to be on the “same friendly terms 
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and conditions.” The third contract entered into September 1, 
1918, and after Mme. Gombault’s death, contained terms and con- 
ditions similar to those under which the parties had theretofore 
operated. The authority granted to Lawrence in the first contract 
to advertise himself as the “sole proprietor” was omitted, however, 
from the second and third agreements. 

It is not important, we think, whether the three contracts be 
treated as one or as unrelated, or whether the words “depot” and 
“depositaire” used in the first are the equivalent in English of 
agency or exclusive selling rights. Before entering into the first 
contract the plaintiff had been selling its liniment in this country 
under the name “Gombault’s Caustic Balsam.” The defendant 
contends, under LeBlume Import Co. v. Coty, 298 Fed. 344 [18 
T. M. Rep. 288], and Graff v. Cook, 2 Fed. (2d) 988 [15 T. M. 
Rep. 30], that the product had not at that time become identified 
with the name upon the markets of the country. In the first of 
these cases the importations were too casual, “‘infrequent and incon- 
sequential” to obtain a market; the other was decided on a question 
of estoppel and is clearly not in point. We think the status of 
plaintiff's business when the first contract was made was such as 
entitled it to the exclusive use of the name in the selling of a caustic 
balsam liniment. Morand Bros. v. Chippewa Springs Corporation, 
2 Fed. (2d) 287 [15 T. M. Rep. 303]; Société Anonyme du Filtre 
v. Pasteur Chamberland Co. [8 T. M. Rep. 298]; Sazlehner v. 
Eisner & Mendelson Co., 179 U. S. 19. 

Nor was there an assignment or abandonment of the name 
as in Bourjois v. Katzel, 260 U. S. 689 [13 T. M. Rep. 69], and 
Fisk § Co. v. Fisk Teachers’ Agency, 8 Fed. (2d) 7 [15 T. M. 
Rep. 147]. Contrarily, there was, we think, a definite under- 
standing between the plaintiff and the defendant that the name 
should belong to the plaintiff. It is true that defendant bought 
and paid for all the liniment that it received. It did so, however, 
under contracts requiring that the product be identified with its 
maker. The defendant was entrusted, to some extent at least, with 
maintaining that identity. This it did in much of its advertising. 
In May of 1881 it published, over the signature of Gombault, a 
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statement that he was the sole “proprietor and preparer of the 
remedy,” and that he had constituted “them (defendant) as sole 
and exclusive agents” for “Gombault’s Caustic Balsam” for the 
United States and Canada. Some time prior to 1889 it advertised 
the remedy under the jockey design, to be referred to later, as 
“prepared by J. E. Gombault, Ex-Veterinary Surgeon to the French 
Studs”; and as late as 1896 in a circular advertisement it was 
stated that “every drop of Caustic Balsam is prepared in France 
and imported in strict purity direct from Mr. Gombault, the sole 
proprietor.” In all of its advertisements defendant associated the 
liniment with the name Gombault, advertising it as Gombault’s 
Caustic Balsam, prepared by Gombault, Ex-Veterinary Surgeon of 
the French Government Studs, itself for a time as the sole agent 
of this liniment, as the sole importer, and as the sole proprietors 
and distributors of the “great French veterinary remedy,’ always 
displaying the name Gombault conspicuously in its advertisments, 
and on its labels, and in such relation to the other words as to 
indicate the origin of the remedy. It thus appears to have been 
the purpose of the defendant to preserve the identity of the name 
with plaintiff's product. This was successfully done, presumably 
to defendant’s advantage; and even though it has built up its 
business solely upon the Gombault name, it cannot, in view of the 
understanding referred to, assert ownership thereof as against 
plaintiff. 

The label that defendant is using has a background with a 
panel showing a mounted jockey holding a bottle in his hand in 
the direction of a lame or sick horse standing behind him. It is 
called the jockey design. Defendant registered this design with 
the words “Gombault” above and “Caustic Balsam” below, in the 
United States in 1905. It was registered by plaintiff in France 
in 1882. ‘The only difference between the two is that the latter 
has as a background buildings of the Norman type of architecture, 
whereas defendant’s design has the American farm building type. 
Some of the designs used in this country before 1905 had the Nor- 
man type. Plaintiff also registered another trade-mark in France, 
in 1882, referred to in the record as the prancing horse design. 
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It is claimed by the defendant that the jockey design was 
designed by Lawrence and was never used in France either before 
or after the contract of 1880. The record shows that shortly after 
that contract was made Lawrence began to complain of competition 
from importations of the liniment into the United States and Can- 
ada. As a means of stopping those importations it was agreed 
between Lawrence and Gombault that the product as sold in Great 
Britain and France should be sold under such labels and marks 
that, if imported into this country or Canada, it would appear to 
be a different product from that which the defendant was selling. 
The trial court found that the evidence, and we think the finding 
correct, that to effectuate this agreement the prancing horse design 
was adopted by Gombault for use in Great Britain and France, 
and that that design was then registered in France, but that prior 
to that time Gombault had used the jockey design. The court 
further found that even if the two collaborated in developing the 
jockey design, their object was to distinguish plaintiff’s product 
in the markets of the United States and Canada from its product 
as sold elsewhere, and that the label was not a superadded mark 
which identified the defendant as the seller, but was intended to 
and did attach to the product to the same extent as the agreed 
markings on the cap and neck of the bottle. We see no escape 
from that conclusion. 

Defendant is not helped by the fact, if it be a fact, that the 
liniment which it is now making is in every essential respect similar 
to the Gombault remedy. Jacobs v. Beecham, 221 U. S. 2638 
[1 T. M. Rep. 55]. It was understood, we think, between the 
parties that the trade label and name used by defendant in market- 
ing the liniment should be the property of the plaintiff and identify 
its product. It would therefore be unfair, not only to the plaintiff 
but to the public, to permit the use of that label and name upon 
another product, however meritorious it might be. Defendant, as 
said by the court below, has the right to make and sell a liniment 
identical with the Gombault liniment if it has not fraudulently 
obtained the Gombault formula, and it may also sell a caustic 
balsam as a liniment, but it may not sell such a liniment under a 
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name or label which implies or represents that it is the product 
of plaintiff. 

Nor do the proofs sustain the contention that plaintiff con- 
sented to defendant’s registration in 1905 of the jockey design, 
with the words “Gombault’s Caustic Balsam.’’ Whether it had 
the right to register those marks belonging to plaintiff for the pur- 
pose of protecting its exclusive selling right in the United States 
we do not determine. To establish an adverse claim based on such 
registration, it was incumbent upon defendant to show by clear and 
convincing evidence that the plaintiff knew of the existence and 
purpose of the act. This was not done. The earlier labels show- 
ing that the trade-mark was registered, without showing where and 
before it was registered in this country, naturally might have been 
thought by plaintiff to refer to the registry in France. It does 
not appear that the words later added, “U. S. Patent Office,” were 
ever brought to the attention of plaintiff. The defendant offered 
plaintiff more than $100,000 for its formula in 1923. It now con- 
tends that the formula was well known long before that time. We 
think it was not, but if it was, it is difficult to understand the offer 
as relating to any other subject than the right to use the trade- 
marks that had theretofore been used in connection with plaintiff's 
product. We have no doubt that defendant had not, up until that 
time, considered that it was entitled to the use of those marks. 

The judgment is affirmed. 
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L. P. Larson, Jr., Co. v. Witt1am Wriatey, Jr., Co. 
(20 F. [2d] 880) 


United States Circuit Court of Appeals, Seventh Circuit 
April 2, 1927 
Rehearing Denied August 30, 1927 


Trave-Marks—INrFrrinceMENT—“DovusLemiIn?T ’—INJUNCTION—ACCOUNTING 

—Scopre. 

In an accounting to recover profits realized on the sale of “Double- 
mint” chewing gum, made by appellee under a trade-mark infringing 
that of appellant, it was held that the accounting should be for net 
profits arising from all sales under the infringing label. 

SamE—Same—SamE—SA ME—ADVERTISING. 

In the case at issue, in computing the amount chargeable to 
advertising during the accounting period, it was held that, where 
absolute certainty in the matter is impossible, the proportion charge- 
able to the infringing “Doublemint” product which remained unearned 
at the close of the accounting period became lost to appellant through 
the injunction, but was none the less an expense to be deducted in 
fixing the net profits thereon; and the decision of the lower court in 
this regard was affirmed. 

Same—Same—Same—Same—SaME—LiiaBiLity FoR UNREDEEMED Prortt- 

SHartnc Coupons 

Where appellee issued to purchasers buying gum under the in- 
fringing label certain profit-sharing coupons, redeemable in merchan- 
dise, it was held that appellee should be granted a total allowance of 
45 per cent. of its total liability for unredeemable coupons. 

Same—Same—Same—Same—SamMe—Feperat INcomeE anv Prorir Taxes— 

ACCOUNTING. 

In the case at issue it was held that the total net profits awarded 
appellant should be allocated to each year of the accounting period 
in which they were earned, the total of such taxes to be deducted 
from profits made on the infringing label. 


Appeal from the District Court of the United States for the 
Eastern Division of the Northern District of Illinois. 


Suit by the William Wrigley, Jr., Company against the L. P. 
Larson, Jr., Company, wherein defendant counterclaimed. From 


the decree (5 F. [2d] 731), both parties appeal. Remanded, with 
directions. For decision below, see 15 T. M. Rep. 387. 


Chas. H. Aldrich and Geo. I. Haight, both of Chicago, IIL, 
for L. P. Larson, Jr., Co. 

Wallace R. Lane and Isaac H. Mayer, both of Chicago, IIL, 
for William Wrigley, Jr., Co. 


Before AtscHuter, Evans and Page, Circuit Judges. 
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AtscHULER, Circuit Judge: Both parties appeal from a decree 
which awarded L. P. Larson, Jr., Company (herein called Larson) 
$1,384,649.12, as net profits on sales by Wm. Wrigley, Jr., Com- 
pany (herein called Wrigley) of the latter’s brand of ‘“Double- 
mint” gum sold in package dress held by this court to have in- 
fringed Larson’s “Wintermint” gum package. The decree for the 
accounting was awarded pursuant to the direction of this court 
as made in Larson, Jr., Co. v. Wrigley, Jr., Co. (C. C. A.) 258 
F. 914. During the accounting certain questions arose, which were 
brought to, and considered and determined by, this court. In re 
Larson, Jr., Co. (C. C. A.) 275 F. 5385 [11 T. M. Rep. 124]. 
The facts leading to these adjudications, together with quota- 
tions from those opinions here applicable, and the propositions 
there and here in controversy, are clearly and sufficiently set 
forth in Judge Wilkerson’s opinion disposing of exceptions by 
Wrigley to the master’s report. Wrigley, Jr., Co. v. Larson, Jr., Co. 
(D. C.) 5 F. (2d) 781 [15 T. M. Rep. 887]. The thousands 
of pages of evidence taken before the master, the near 1,500 pages 
of briefs submitted here, with indexed citations (including duplica- 
tions) of over 800 cases, have imposed on us a task of no mean 
proportions, in considering the various more or less complicated 
questions. 

At the threshold we are met with the question of the scope 
of the accounting under the decree—whether Wrigley must account 
for all sales of “Doublemint” in the infringing dress, or only such 
as were made in territory wherein Larson competed with Wrigley, 
and incidentally whether Wrigley was entitled to show that 
“Doublemint,” however in the infringing dress, was sold with 
knowledge on the part of purchasers that it was Wrigley’s product, 
or whether the sales were made because of the superiority of the 
Wrigley product, and faith in the Wrigley name, and to no extent 
because of Larson’s standing or reputation in the trade. 

We are in accord with Judge Wilkerson’s reasoning and con- 
clusion that the decisions of this court determined the law of the 
case thereon, and that the accounting was to be for profits arising 
from all the sales—meaning, of course, the net profits. The con- 





L. P. LARSON, JR., CO. V. WILLIAM WRIGLEY, JR., CO. 513 


solidated causes involved in the first appeals had been fully heard 
upon their merits, and, pursuant to the reversing and remanding 
order for decree on Larson’s counterclaim, the District Court en- 
tered its decree for an accounting for all the profits, and, if there 
remained any question as to the law of the case in this regard, it 
was settled by this court upon the subsequent appeal and mandamus 
proceedings here. (C. C. A.) 275 F. 585 [11 T. M. Rep. 124]. 

But, apart from the proposition of the law of the case, we 
are satisfied that under the very exceptional circumstances here 
appearing Wrigley is in no position to claim that Larson did not 
compete, and was an unknown factor in much of the territory 
wherein ““Doublemint’’ was sold. The forestalling and oppressive 
tactics employed by Wrigley, for the purpose of eliminating Larson 
as an actual or potential competitor, cry out against Wrigley’s 
urging in defense the success of these very tactics. Wrigley may 
not thus lawlessly clip Larson’s wings, and escape liability for the 
profits of its appropriation of Larson’s package dress on the plea 
that Larson could not fly. 

If the rule contended for by Wrigley were here to prevail, it 
is apparent that little or no proof could be made of substantial 


profits, or damages either. It would be manifestly impossible, even 


if the infringement were of the “Chinese copy” variety, to show 
that, but for the sale of Wrigley’s “Doublemint” in the infringing 
dress, the individual users would have purchased Larson’s ‘““Winter- 
mint.” Even if in a few instances this might be done, it would be 
humanly impossible, even though the effort and expense were not 
prohibitive, to have sought out and produced the evidence from any 
considerable number of users. Neither could it be known into 
what territory Larson would have pushed its trade, but for Wrig- 
ley’s oppressive and forestalling practices. The entrant into a 
field of endeavor might, thus early in his business career, be throt- 
tled and eliminated from competition, and his distinctive trade 
dress seized and used by a powerful opponent, with no measure 
for affording adequate relief. The more flagrant, and therefore 
the more effective, the invasion of another’s rights, the more certain 
and complete would be the invader’s immunity. Injunctive relief 
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may be sufficient for the future, but the invasion, during the years 
of litigation to secure it, must be otherwise dealt with. 

Under all the circumstances, we do not see how, in this case, 
a measure of recovery less than award of the entire net profits from 
the use of the infringing package would afford due measure of 
reparation. ‘That an award on this basis might permit recovery 
of a larger sum than would likely have been the net profits of the 
injured party, if left undisturbed, is an incident of the invasion 
of which this invader is not in position to complain. The account 
which Wrigley filed with the master showed for the accounting 
period (July 28, 1914, to December 2, 1918) total sales of all 
brands of gum (except in Canada and Australia) of nearly 
$57,000,000, of which the total of ‘““Doublemint” in the infringing 
dress was almost $9,000,000, and the gross profits attributable to 
“Doublemint” $5,152,689.82. As to these figures there is no con- 
troversy. 

The contested issues on the accounting arise over allowance 
or rejection of various items claimed by Wrigley in reduction of 


this gross “Doublemint” profit. The first Wrigley account filed 
showed items which indicate for the entire accounting period some 
loss on “Doublemint.”” A supplemental account, later filed on its 
behalf, introduced additional items in reduction, which show much 
greater loss for the period. 


Advertising 


The item of most importance, and perhaps most sharply con- 
troverted, is that of advertising. For years prior to putting out 
the “Doublemint” brand Wrigley was an extremely heavy adver- 
tiser, and before placing ““Doublemint’”’ on the market had estab- 
lished a large trade in gum—“Spearmint” being its specially adver- 
tised brand. On putting out the “Doublemint” brand, a very heavy 
and extensive advertising program was inaugurated, and for a 
considerable time “Doublemint” was greatly stressed. The pre- 
viously heavily advertised “Spearmint” continued also to be much 
advertised, and later the policy seemed to be to put special stress 
on the name “Wrigley,” but including both “Doublemint” and 
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“Spearmint” in the advertising matter. Still later in the period 
Wrigley brought out the “Juicy Fruit” brand, and advertised it 
with the rest, though not so extensively as “Doublemint.’” The 
total expended during the accounting period for advertising, such 
as newspaper, magazine, bill board, street car advertising, electric 
signs, and the like, was $6,798,662.78. 

Intricate computations of the advertising items were made, 
each on a different basis, for allocating to ““Doublemint” its proper 
proportion of these items. Wrigley’s accountant assigned to 
“Doublemint” $2,872,844.43, while Larson’s accountant fixed it 
at $1,017,188.59. The master worked out a complicated system 
whereby a very considerable portion of the advertising was charged 
up as “institutional,” to be amortized in four years; that is, one- 
fourth of the cost to be charged off for each year as the expense 
for that year of such advertising. In this way alone much of the 
advertising expense for the last three years of the period was 
projected forward; for example, for an “institutional” advertise- 


ment for the last year of the accounting period only one-fourth 
would be charged against the gross profits for that period. and 
three-fourths projected beyond that period, upon the theory that 
the advertisement, though contracted and paid for in the first year, 
will be effective as an advertisement for four years, and that such 


future benefit will accrue to Wrigley as an institution. We cannot 
accept as practically probable the proposition that an advertise- 
ment is as potent throughout a four-year period as during the year 
of its publication. And this applies, in large measure, as well to 
much of the more permanent forms of advertising, such as billboards 
and electric signs. In time even these become obsolete and stale, 
and from time to time are renewed or changed, to say nothing of 
the cost of upkeep. Besides, all of that part of the advertising 
cost attributable wholly to the infringing “Doublemint,’ which 
remained unearned at the close of the accounting period, became 
lost to Wrigley through the injunction. Nevertheless, the expense 
for this advertising had been contracted and paid for in good faith, 
and however it may have been wholly or partly unearned at the 
close of the accounting period, it was none the less an expense 
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which should be deducted in fixing the net profits on “Double- 
mint.” Where the injured party seeks the profits of an infringer, 
he takes the chance of their reduction, or even extinguishment, 
through expenses and losses actually incurred, however unwisely or 
even improvidently, so long only as they were incurred in good 
faith. 

Our investigation of the record and consideration of the briefs 
convinces us that far too large a part of the advertising expense 
was, by the master’s report, accredited to the future, and not suffi- 
cient to the accounting period, and that much too small a part of 
the entire advertising costs was attributed to “Doublemint.” To 
undertake the allocation of each of the almost innumerable items 
of advertising to the various brands, and to “institution,” would 
be indeed a most difficult task, and one wherein certainty would 
not, in the nature of things, be possible. But laborious examination 
of the many advertisements appearing in the transcript, and of the 
numerous tables, charts, graphs, and computations thereon, and 
the evidence concerning them, together with the very elaborate 
arguments of counsel submitted on the subject, and the report of 
the master and the opinion of the District Judge, satisfies us that 
the conclusions and findings and figures reached by the District 
Court upon the subject of advertising far more nearly comport 
with the approximate equity between these parties than those the 
master reported. Upon this item we quite despair of reaching a 
result more equitable than that reached by the District Court, and 
we see no reason for disturbing its conclusions thereon, as carried 
into the decree. 


Contingent Liability for Unredeemed United Profit-Sharing 
Coupons 


On this item the master charged against “Doublemint” gross 
profits $98,519.06, which the District Court increased by 
$64,715.60. With each 5-cent package of gum there was enclosed 
a profit-sharing coupon good for one-fifth of a cent, and also cou- 
pons of larger denomination with cartons of gum packages. The 
coupons were exchangeable either for cash or merchandise, and 
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unlimited as to time of presentation. Many millions were put out 
each year. Their redeemability in articles of merchandise of vari- 
ous kinds was an incentive for saving them until sufficient quantities 
accumulated to effect a desirable exchange. Of course, many be- 
came lost and will never be redeemed. As to those actually re- 
deemed, no question arises. The dispute comes respecting those 
not redeemed, which continue to be a potential liability of Wrigley, 
since Wrigley must pay the profit-sharing company on the basis 
of $8 for each 1,000 of one-fifth cent coupons presented. Evi- 
dence was offered of the experience of others who had for many 
years given out such coupons with their merchandise. There was 
evidence of very substantial redemptions for many years after their 
issuance. It appears that the government, in the computation of 
profits, allowed Wrigley 60 per cent. of the face value of the 
coupons issued in each year as fairly representing this liability. 
The master’s allowance was based on a 3344 per cent. of such 
redemption, which the District Judge raised by 5 per cent. From 
a careful review of the situation, we are satisfied that the per- 
centage of redemption allowed by the court is still too low, and 
ought to be somewhat further increased. In our judgment an 
additional 634 per cent. over and above the further allowance by 
the District Court, making in all 45 per cent., probably would not 
overestimate Wrigley’s ultimate liability upon the unredeemed cou- 
pons, and we are of opinion that this charge against “Dovblemint” 
gross profits should be increased accordingly. 


Federal Income and Profits Tazes 


Wrigley’s account, as first filed, claimed for this item 
$568,983.89 attributable to “Doublemint” profits; in the supple- 
mental account filed, it was stated at $621,108.97. The master 
states that these figures so claimed are on the basis that the 
“Doublemint” profits were the last to be made and should bear 
the highest rate of tax, but states that this theory was afterward 
conceded to be improper, and that the “Doublemint” share of 
federal taxes, on the basis of the proportion of profits, would be 
$372,942.09. Both master and court refused to allow any such 
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tax in reduction of the profits, and the decree represents no deduc- 
tion for such taxes paid by Wrigley. 

We do not understand why federal income and excess profits 
taxes paid by a corporation are not a proper item of expense to 
be charged against the gross profits for the year, in the ascertain- 
ment of what the net profits for such year were. If, instead of 
only the “Doublemint” profits, Larson were held entitled to re- 
ceive from Wrigley the entire net profits of the Wrigley business, 
can it be doubted that there would be deducted from the gross 
profits the federal income and excess profits taxes which Wrigley 
had paid? This might be simple enough in a case where the 
accounting was for the net profits of an entire business. But is the 
principle any different where the liability is for only a part of the 
net profit? 

It is stated, both by the master and the District Judge, that 
Larson would, in any event, have to pay federal income tax on 
the amount decreed, for the year in which the decree was paid. 
This might be so in some cases. But if it appears that the amount 
decreed is only what is left after reimbursement to Wrigley of the 
federal tax already paid thereon, it is unthinkable that collection 
of the same tax from Larson would be again undertaken. 

Moreover, the very theory on which Larson may recover these 
net profits from Wrigley is that Wrigley, in handling the infring- 
ing “Doublemint” gum packages, did so as Larson’s trustee or 
agent—albeit ex maleficio. While equity requires in such circum- 
stances accounting for the profits, equity also allows in reduction 
outlays in that behalf made in good faith; and what outlay more 
necessary—yea, compulsory—than the federal income and excess 
profits tax? If an agent, conducting business for an absent prin- 
cipal, pays such tax on the profits, should the principal be required 
to pay another such tax if and when he collects the balance due 
him from the agent? Surely this ought not to be. 

The master reasoned that, if required to pay the net profits, 
unreduced by “Doublemint’s” fair proportion of the tax, Wrigley 
could deduct the whole amount paid from subsequently returned 
profits taxes. This would scarcely meet the situation. There may 
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be no profits adequate therefor, in which event the tax thus paid 
would be lost to Wrigley. But, in any event, we do not think it 
would be equitable as between these parties to require Wrigley 
to pay back the full net profits without any reduction for this tax, 
on the faith that somehow and somewhere and sometime it will 
be refunded. 

In dealing with a comparable situation, Judge Rose said: 

“Where the owner of the patent seeks to charge the infringer, as a 
trustee, with the profit made, no arbitrary rule should require him to turn 
over a sum greatly exceeding any profit the law has allowed him to keep 
for himself. Only equity can award profits, and, in equity, equity must 
be done.” Sly Mfg. Co. v. Pangborn Corp. (D. C.) 276 F. 971. 

The Circuit Court of Appeals specifically approved this reason- 
ing. Id. (C. C. A.) 284 F. 217. 

While not undertaking to lay down a hard and fast rule for 
fixing the amount of such tax deduction, we venture some sugges- 
tions thereon. It is contended for Wrigley that, since the Wrigley 
profits for the rest of the business carried the Wrigley taxes into 
the highest bracket, the additional tax on account of the profit 
attributable to “Doublemint” was likewise taxable at the highest 
rate, and that the deduction from the profits attributable to 
“Doublemint” should be fixed at such rate. There would be more 
in this contention if Larson’s excess profits taxes for the years in 
question likewise reached into the highest bracket, so that further 
profit would likewise have carried the highest rate. 

But, if this is not the fact, it would not be equitable to require 
Larson to pay at a higher rate than that at which it would have 
paid, if the net profits had been paid by Wrigley to Larson as they 
accrued, and before Wrigley had paid any tax thereon. In under- 
taking to avoid inequity toward Wrigley, inequity should not be 
done Larson, through requiring Larson to bear a higher tax than 
would have been collectible, had the profits been paid over as 
earned. 

It occurs to us that the total net profits awarded Larson (with- 
out deduction for federal income and excess profits taxes) should 
be allocated, as nearly as may be, to each year during the account- 
ing period in which they were earned, and that, considering such 





ison ina lai tien ge li SE 7 bh cal RN: 
P oe ne 
Bits peat 2a 


520 SEVENTEEN TRADE-MARK REPORTER 


amounts for each year as additional net profit to Larson in such 
year, the added amount of income and excess profits tax thereon 
which Larson would have to pay should be estimated, as nearly 
as may be done; the aggregate of such yearly additional tax which 
Larson would thus have been required to pay, to be deducted from 
the profits on “Doublemint” as found. Larson would thus be 
paying only the taxes it would have paid, had it received the profits 
as they accrued, and Wrigley will have credit at once for the taxes 
thus paid on Larson’s profits. True, this might leave Wrigley 
out of pocket to the extent that its payment at the highest rate on 
“Doublemint” profits exceeded the amount at any lower rate at 
which Larson would have been charged; but this is not Larson’s 
fault, and if, as between the two, one must suffer, it should be 
Wrigley, who brought about the condition. Whether or not Wrigley 
might then have a collectible claim against the government, through 
having paid at a higher rate upon the profits to which Larson was 
entitled, and which Larson thus actually paid at a lower rate, is 
not here involved. 

Possibly difficulty will be experienced in allocating the net 
profits awarded (exclusive of deduction for these taxes) to the 
different years of the accounting period. While it may be this 
cannot be accurately done, it should be approximated as nearly as 
the nature of the case will admit. Of course, nothing here said 


has application to whatever, if any, liability for income tax may 


accrue to Larson on account of payment, when made, of interest 
on the award. We are of opinion that the amount of this tax 
attributable to the net profit on ““Doublemint” should be ascertained 
under the direction of the District Court, and the award to Larson 
reduced accordingly. 


Interest on Invested Capital 


Under this heading the District Court allowed a deduction of 
$259,120.54 from gross profits for interest on investment in tan- 
gibles, and $45,260.79 for interest on investment in patents and 
patent rights. The master’s report refused all allowance for such 
interest. As pointed out in Judge Wilkerson’s opinion, this court 
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is committed to the principle that in such cases interest on invested 
capital should be deducted. No valid reason appears to us why the 
amounts which the court fixed are not proper. There was evidence 
that the gum-making machinery covered by the patents which Wrig- 
ley acquired was in constant and profitable use in the Wrigley 
factories during the infringing period, and, to the extent of Wrig- 
ley’s actual investment in such patents, it is not apparent to us 
why a fair proportion of interest thereon attributable to “Double- 
mint” should not be deducted from the gross profits, as well as 
the interest on investment in tangibles. We are in accord with the 
District Court’s disposition of these items. 


Interest on Wrigley’s Invested Profits 


We are likewise satisfied with the treatment by the District 
Court of this item, and see no reason for disturbing it. 


Depreciation of Patents 


For this Wrigley claims reduction of an amount applicable to 
“Doublemint,” at the rate of one-seventeenth of the value of the 
patents for each year of the accounting period, as applied to all 
the brands, upon the theory that this proportion of the life of 
the patent expired each year. There was no evidence of deprecia- 
tion beyond that afforded by the flight of time. It might well have 
been the case that the patents did not depreciate in value, but that, 
in fact, they appreciated, depending quite wholly upon conditions 
other than the expiration of a portion of a period of their grant. 
We believe the allowance of interest on the investment in the 


patents is, under all the circumstances, a sufficient charge against 


profits on account of the patents. 


Profits of Canada Corporation 


The District Court properly found that the accounting should 
not extend to the profits of this corporation. It was organized in 
Canada for the purpose of carrying on the gum business there; 
and while its stockholders were also Wrigley stockholders, and 
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it handled there the Wrigley brands in very much the same man- 
ner as they were handled in the United States, it was a distinct 
entity, organized admittedly in good faith, and was not a party to 
this action. 


Accountants’ Fees 


The master recommended the allowance of the fees of Touche, 
Niven & Co., accountants, for $17,591.21 for their services. The 
court in its opinion disallowed the fees as costs, but gave no reason. 
There is nothing in the decree thereon, and so far as this may be 
regarded an adjudication we consider the item, and the very full 
discussion thereof in the briefs and arguments. The decree of 
the District Court authorized the master to employ accountants, 
which he did, and their fees of $7,859.50 have been properly 
ordered allowed as costs. Each party additionally employed its own 
accountants—Touche, Niven & Co. by Larson. The master’s recom- 
mendation of allowance was upon the theory that the account filed 
by Wrigley was not correct, and not such an account as was con- 
templated by equity rule 63. It is true that the accounts filed 
showed for the accounting period a substantial loss on “Double- 
mint.” The very important elements of sales of ‘Doublemint,” 
manufacturing costs, and gross profits were accepted without dis- 
pute, and likewise substantially all of the item of nearly $1,000,000 
for overhead expenses. The loss shown is made to appear from 
items, the allowance or disallowance of which was influenced rather 
by the correct principle to be applied, than by falsity in the dis- 
closure. 

As to the most important item, advertising, there was no dis- 
pute as to amounts paid, but as to their allocation. Wrigley asserted 
that something over $2,800,000 should be charged to ‘“Double- 
mint.” Touche, Niven & Co. reported slightly over $1,000,000 as 
so applicable. Various theories of allocation were put forth—pro- 
portion of sales, space method, brand advertising, and institutional 
advertising. To elaborate each of these, with the exception of 
the first, involved investigation and computation of vast data. Such 
data as Wrigley had were without objection or concealment at the 
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disposal of all concerned. Then there was Wrigley’s contention 
of nearly $800,000 for interest on good will, which was rejected, 
and for federal income tax, which was also disallowed, and certain 
other items claimed, the allowance of much of which would indeed 
have wiped out all the profit on “Doublemint.” The fact that 
such were claimed as deductions from the gross profits which were 
truly disclosed, was not, in our judgment, such a transgression 
of equity rule 63 as to have warranted the allowance against Wrig- 
ley of this item of accounting expense, and the court properly 
disallowed it. 


Interest on Award 


The master recommended allowance of interest on the award 
on his finding of net profits at the rate of 6 per cent. per annum, 
from the end of the accounting period, December, 1918. The 
decree adopted the same rate, but fixed as the beginning date for 
interest on the award, the filing of the master’s report, November, 
1923. In a number of cases of accounting for infringement of 
patents, this court has allowed interest from date when infringe- 
ment ceased. B. F. Goodrich Co. v. Consolidated Rubber Tire Co. 
(C. C. A.) 251 F. 617; Malleable Iron Range Co. v. Lee (C. C. A.) 
263 F. 896; Superior Tool Machine Co. v. Cincinnati Lathe & Tool 
Co. (C. C. A.) 284 F. 267; Starr Piano Co. v. Auto Pneumatic 
Action Co. (C. C. A.) 12 F. (2d) 586. 

In the first three of these cases the award was for damages, 
the first two predicated on reasonable royalty, and the third on 
lost profits. In these the power of the court to award additional 
damages up to treble the amount found is given by statute in cases 
of infringement of patent, and the court has discretion to increase 
the damages found, whether by the name of interest or otherwise; 
and in the last case cited the discretion to award damages where 
profits were allowed, was justified, not only upon the prior cases, 
but further upon Miller v. Robertson, 266 U. S. 248, 45 S. Ct. 73, 


69 L. Ed. 265. This was not a suit for infringement of patent, 
but involved damages for breach of a contract, and from this case 
the opinion in the Starr Piano Company Case quotes this sentence: 





524 SEVENTEEN TRADE-MARK REPORTER 


“When necessary, in order to arrive at fair compensation, the 
court, in the exercise of a sound discretion may include interest 
or its equivalent as an element of damages,” the inference being 
that in the Starr Piano Case carrying back the interest was deemed 
proper to arrive at fair compensation. 

The principle is not new. It was old even in Tilghman v. 
Proctor, 125 U. S. 186, 8 S. Ct. 894, 31 L. Ed. 664, where the 
court, upon a similar question, said: 


“If the question thus presented were a new one, it would require 
grave consideration. But by a uniform current of decisions of this court, 
beginning 30 years ago, the profits allowed in equity, for the injury that 
a patentee has sustained by the infringement of his patent, have been 
considered as a measure of unliquidated damages, which, as a general 
rule, and in the absence of special circumstances, do not bear interest 
until after their amount has been judicially ascertained [citing cases]. 
Nothing is shown to take this case out of the general rule. * * * Interest 
therefore should be allowed * * * only from the day when the master’s 
report was submitted to the court.” 

This case, while recognizing the general rule, does not exclude 
the discretion of the court to allow interest back of that date, 
where “special circumstances” may justify. In the recent patent 
infringement accounting case of National Tube Co. v. Mark (C. C. 
A.) 10 F. (2d) 480 (6 C. C. A.), where damages were fixed on a 
reasonable royalty basis, the court, considering the question of 
interest, while stating that it was usual to allow it only from date 
of master’s report, exercised its discretion to make further allow- 
ance under the particular facts of that case by awarding further 
interest for half the time between date of infringement and date 
of master’s report. 

It must be remembered that in the appeals here there is not 
involved a patent, or a statutory trade-mark, and that any rules 
peculiar to such do not of necessity apply in fixing interest; but 
the usual practice of computing interest in an accounting from the 
date of the master’s report, prevails, unless, as indicated in the 
cases cited, circumstances require an earlier beginning date. The 
award here in issue is so palpably and unquestionably ample to 
fully compensate Larson for any and all invasion of its rights, as 


to suggest no circumstances which invoke the court’s discretion to 
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enlarge it by allowance of interest back of the date of the master’s 
report, a condition which, in our judgment, likewise forbids an 
interest rate above 5 per cent. 

We do not deem it necessary to present further discussion of 
questions raised in the briefs, especially such as were considered 
and determined in Judge Wilkerson’s opinion. We approve the 
decree of the District Court in all respects, save as to the items of 
United Profit-Sharing Coupons, federal income and excess profits 
taxes, and rate of interest upon the award; and in order that the 
decree may be made to conform with our views as above stated 
respecting these items, and to take further evidence, if deemed 
necessary, respecting the item of federal income and excess profits 
taxes, and to make further deductions accordingly from the award 
as made, the cause is remanded to the District Court, with direction 
further to proceed, and to enter a decree in consonance with these 
views. 

The costs in this court of these appeals shall be divided equally 
between the parties. 


Mopern Cap MANUFACTURING CoMPANY V. FranK Karz Hart Co., 
INc. 


United States District Court, Southern District of New York 


July 22, 1927 


Trape-Marks—“Society”—INFrRINGEMENT—Prior Use on Ciotru, Woon 
Feit anp Straw Harts Justirrep Extension To Fur Fetr Harts. 
Although complainant had not dealt in fur felt hats in the mark 

“Society Brand” until long after defendant had established a similar 
business under the name “Society Club,” the fact that complainant 
had registered its mark for caps, cloth, straw and felt hats and had used 
the mark on these goods prior to defendant’s use of its mark on fur 
felt hats, entitled complainant to extend such use to fur felt hats; 
and the decision enjoining defendant’s use of the mark “Society Club” 
for these goods was affirmed. 


Archibald Cox, of New York City (Ralph Kalish, of St. Louis, 


Mo., of counsel), for complainant. 
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Levinsohn, Niner & Levinsohn (Edwin Levinsohn, of counsel), 
all of New York City, for defendant. 


Aveustus N. Hann, C. J.: I dismissed the bill of complaint after 
the trial because the counsel for the complainant admitted in open 
court that the complainant had not dealt in fur felt hats under the 
name “Society Brand” until long after the defendant had estab- 
lished a business therein under the name “Society Club.” I have 
been over the depositions and my minutes and am satisfied that 
upon the testimony my finding was correct that the complainant 
had not dealt in felt hats prior to the issue of its trade-mark ‘‘Soci- 
ety,” or prior to the time that the defendant had conducted a con- 
siderable business in these articles under the mark “Society Club.” 

But the complainant had done some business in wool felt hats 
under the mark “Society Brand” before the trade-mark was regis- 
tered. 


M. J. Novoson, complainant’s vice-president, testified as fol- 
lows: 


“Q. 31. I now show you another hat and will ask you to state whether 
or not your firm or company manufactures and sells hats of that type? 
A. This company manufactured, and does manufacture, hats of this type, 
sold under the ‘Society Brand’ headwear. This hat is made of wool 
oo **'*, 

“Q. 33. How long has your company continued to make and sell 
hats of that type? A. Since the year 1916 or 1917.” (St. Louis Deposi- 
tion, pp. 289-90, put in evidence as plaintiff’s exhibit 23.) 

“Q. 106. Have you, and can you produce, any other types of head- 
wear put out by your company in addition to those now in evidence? 
If so, please do so. A. I can, and here do so. 

“Q. 107. Tell about those, please. A. * * * This hat is a wool felt 
hat (indicating), stitched brim, made in the factory of the Modern Cap 
Manufacturing Company with the trade-mark ‘Society Brand’ on the tip 
and small ‘Society Brand’ label on the sweat band, with the words ‘This hat 
is made of all wool felt, which describes the material used in the con- 
struction of the hat. * * *” (Offered in evidence as plaintiff’s exhibit 55.) 

“Q. 108. I will ask you, please, how long has your company been 
manufacturing hats like hat exhibit number 55? A. We have made hats 
of similar make since 1916 or 1917. We commenced branding these hats 
in the year 1920, to 1925, with the ‘Society Brand’ trade-mark. 

“Q. 109. I will ask you, please, to compare the hats in evidence as 
plaintiff's exhibit 23 with the hat in evidence as plaintiff's exhibit num- 
ber 55. * * * A. The material is the same, only one is lined with a silk 
lining and the other is lined with a wool felt lining. * * *” (Dep. p. 322.) 


A. J. Novoson, complainant’s president, testified: 
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“Q. 13. Please state what products the firm and its successors have 
handled from the beginning up to the present time. A. At the beginning 
we manufactured boys’ and men’s caps. * * * 

“We continually added on other products, like children’s caps and 
hats, and men’s hats, straws, felt hats, cloth hats, until at the present time 
we added on fur felt hats.” (Dep. p. 449.) 

“Q. 36. Now, will you please state, if you know, whether or not 
your company has been putting out, from 1920 continuously to the present 
time, hats and caps like those in evidence as plaintiff's exhibits 21 to 32, 
inclusive, and cap 35? A. Yes, sir. (P. 454.) 


Griffin, one of complaint’s salesmen since 1920, of wide ex- 
perience, being shown Exhibits 21 to 85, inclusive (p. 29), testified 
that he had been with the company from May, 1920, and said: 


“A. I have sold all of those kind for five years, with the exception 
of fur felt and Flexo’s, Flexo’s being sold in the past two and a half 
years, and the fur felt hats since 1925. 

“Q. 19. How about the particular straw hat exhibit number 25? 
A. That particular style of straw hat I have never sold, but I have sold 
other straw hats made by the Modern. 

“Q. 20. Under the name of ‘Society’? A. They are not branded 
with anything in them. 

“Q. 21. How about straw hats such as exhibit number 26? A. I have 
sold those, but they don’t come ‘Society Brand’—yes, I see they do—this 
one is lined and some were lined without any label in them. 

“Q. 22. Are the straw hats which you say are not branded packed 
in any cartons or boxes bearing the name ‘Society,’ do you know? A. No. 

“Q. 23. How about the wool hat, exhibit 23, that I show you? A. 
These always come branded with the label in them. 

“Q. 24. Have you been selling hats of that kind and shape for the 
last five years, approximately? A. Yes, Fedora shape. 

“Q. 25. How about cloth hats such as exhibit 21? A. I have also 
sold these.” (Dep. p. 30.) 

“Q. 32. Will you please state whether or not, beginning some five 
years ago, you have continuously since then, up to the first of this year, 
sold for the Modern Company, in the States of Illinois, Indiana, Missouri, 
Arkansas, Iowa and Michigan, various shapes of hats and caps, both 
men’s, boys’, children’s and women’s, all bearing the name or mark ‘So- 
ciety’? <A. Yes, sir. 

* * * * * * oa * . 


“Q. 34. And that the word or name ‘Society’ has been applied or 
affixed to all such hats and caps by means of linings or sweat-bands or 
upon the boxes? A. Yes, with the exception of the wash hats and the 
plain straw hats, which carried cartons of ‘Society Brand.’” (Dep. p. 32.) 


On cross-examination, Griffin said: 


“RXQ. 138. Of course, as you have stated so often, the Modern Cap 
Manufacturing Company had never made or sold fur felt hats prior to 
1925? A. We sold wool felt but not fur felt. 

“RXQ. 14. So that there never was made by the Modern Cap Manu- 
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facturing Company until 1925 any competitive line of fur felt men’s hats; 
is that correct? A. Well, that comes in competition with this. 

“RXQ. 15. By ‘this’ what do you mean? A. Exhibit 23.” (Dep. 
pp. 53-54.) 


Rothman, who had dealt in complainant’s hats, testified that 
since 1920 or 1921 these hats had the name “Society Brand,” say- 
ing: 


“Q. 16. I show you a hat which bears number 23 and will ask you 
to state whether or not you have bought any hats of that type from the 
Modern Company? A. Yes, I guess I did. I used to buy cloth hats, 
felt hats—. 

“Q. 17. I do not want any guessing, Mr. Rothman; I want to know 
positively whether or not you did purchase hats of that kind from the 
Modern Company during the years you stated? A. I did. 

“Q. 18. Continuously? A. Yes, sir.” (Dep. p. 26.) 


I think it sufficiently appears from the foregoing and other 
testimony that the trade-mark “Society’’ was used in connection 
with all types of complainant’s goods described in the registered 
mark, unless the word “felt’’ be limited to fur felt. I still think 
if felt, as used in the registered mark, meant only fur felt, that the 


defendant had a right to use the mark “Society Club” in connec- 
tion with a business in fur felt which it built up since complainant’s 
trade-mark issued and before complainant entered into the same 
line of trade. 

The whole weight of defendant’s argument at the trial was 
based upon the contention that no felt hats were used in connection 
with complainant’s mark until after defendant entered the fur felt 
business. It having been shown that wool felt hats were so used, 
the meaning of the word “‘felt’’ becomes highly important and the 
argument that felt hats of any kind were sufficiently cognate to 
caps and cloth and straw hats, on which the mark was used prior 
to registration, to justify extending the mark to felt, whether or 
not it had been used on any kind of felt hats theretofore, is power- 
fully augmented. 

In Webster’s New York International Dictionary, 1925, there 
is the following definition of felt: 


“A cloth or stuff of matted fibers of wool, or wool and fur, or hair 
fulled or wrought into a compact substance by rolling and pressure, with 
lees or size, without spinning or weaving.” 
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Funk & Wagnall’s New Standard Dictionary, 1922, defines 
felt as foliows: 


“Properly, a fabric made by interlocking or compacting wool, fur 
or hair, or a mixture thereof, by rolling or pressure, without weaving, 
often with the aid of glue and heat; also a woven fabric whose fibers 
are matted by shrinking or otherwise.” 


The Century Dictionary says: 


“An unwoven fabric of short hair or wool, or of wool and fur, 
agglutinated or matted together, with the aid usually of moisture and 
heat, by rolling, beating and pressure. 

“The property of felting results chiefly from the serrated or jagged 
structure of wool and most hairs, as well as from the crimped or wavy 
form natural to some animal fibers. * * In Europe, throughout the Middle 
Ages and later, felt was a usual material for hats, and was also used for 
stuffing and bombasting garments for both defense and fashion. Felt is 
now in use not only for hats but for clothing and upholstery, carpets, 
table covers and mats, jackets for steam boilers, etc., and lining for roofs 
and walls. Broadcloth and other fulled woolen fabrics are partially 
felted by the process of fulling; and the familiar shrinkage of woolen 
garments in washing results from an unsought felting, which draws the 
fibers of the fabric closer together.” 


Murray’s New English Dictionary, 1901, gives as a use of 
the word felt circa 1550 in Lloyd’s Treas. Health (1585) the 
following: 


“A felte of heare or cloth.” 


Murray also defines it thus: 


“A kind of cloth or stuff made of wool and fur or hair, fulled or 
wrought into a compact substance by rolling or pressure with lees or 
size. 

In view of these definitions, I think it clear that the some- 
what loose assumption of nearly everyone at the trial that “felt” 
meant only fur felt, cannot stand, nor can I say that a fabric 
which so closely resembles fur felt as wool felt sometimes does, 
except in price, can be regarded as non-competitive. It is quite 
different from cloth and straw hats and caps. The term “felt” 
in the registered mark was, therefore, satisfied by the use of the 
mark on wool felt hats prior to registration, was broad enough to 
cover fur felt hats, and the case of France Milling Co. v. Wash- 
burn-Crosby, 7 Fed. (2nd) 304 [15 T. M. Rep. 185], does not 
reach the facts here as it would do if they were as assumed in the 
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beginning. The descriptive name, though confined to goods of 
the class described, is indicative of origin and rightly broad enough 
to cover all articles within any of the terms set forth in the regis- 
tered mark, and fur felt hats I hold to come within the term “felt.” 
The flour long sold by Washburn-Crosby under its mark did not 
serve the same purpose as the pan-cake flour of the France Milling 
Company and had to be specially treated before it could do so, 
as the Court of Appeals held. Hence they found as a fact that it 
was not so competitive as to justify the extension of a descriptive 
mark adopted by Washburn-Crosby to pan-cake flour, to the injury 
of a substantial business in pan-cake flour built up before Wash- 
burn-Crosby entered the field. The present case more nearly re- 
sembles in its facts those in the cases of Loonen v. Deitsch, 189 
Fed. 487 [1 T. M. Rep. 278]; Florence Mfg. Co. v. J. C. Dowd § 
Co., 178 Fed. 73 [1 T. M. Rep. 289]. Indeed, complainant here 
even comes within the strictest doctrine and is at least for the 
present purpose limiting itself to the registered product, namely, 
to felt hats. See remarks of Judge Rogers in Anheuser-Busch v. 
Budweiser, 295 Fed. at p. 311 [18 T. M. Rep. 193]. In other 
words, this is unlike the Washburn-Crosby case and more nearly 
resembles the ordinary case of parties competing under the same 
mark in the same market, where “it is correct to say that prior 
appropriation settles the question.” Hanover Milling Co. v. Met- 
calf, 240 U. S. at p. 415 [6 T. M. Rep. 149]. 

I have read the Chicago prior use depositions and regard them 
as quite insufficient to defeat the mark. The only one of impor- 
tance is that of Abe S. Gold. A single witness without definite 
written proof of the prior use of the word “Society Brand” does 
not satisfy me beyond a reasonable doubt, and that is the measure 
required. It is quite unlikely that this use would have abandoned 
upon complainant’s demand if it had been of long standing as Gold 
testified. 

I find that the complainant used its mark on caps and cloth 
hats and on cartons for straw hats and particularly on felt hats 
prior to the registration of its trade-mark. This rendered the 
complainant’s mark valid and broad enough to cover the defend- 
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ant’s fur felt hats which I accordingly hold to infringe. A decree 

should, therefore, be granted providing for an injunction and 

reference to assess damage for infringing complainant’s mark and 

dismissing defendant’s counterclaim based upon alleged infringe- 

ment of its mark “Society Club.” Costs will be granted to com- 

plainant to be taxed after the coming in of the master’s report. 
Settle order on notice. 


Societe Enrants GomsBavutt et Cre v. THe LawreNnce-WILLiaMs 
CoMPANY 


United States District Court, Northern District of Ohio, Eastern 
Division 
September 22, 1927 


Trave-Marks—InFrinceEmMENT—Mortion For Contempt—Lack oF JvRispIc- 

TION. 

On motion for contempt on ground that plaintiff had not obeyed 
the order of the court, held that plaintiff’s agents, who received under 
contract the former’s remedy for sale and distribution in the United 
States, were responsible for the acts complained of but, not being 
parties to the suit and being outside the district, were beyond the 
court’s jurisdiction. 


In equity. Action for trade-mark infringement and unfair 
competition. Injunction granted. Defendant’s counterclaim al- 
lowed in part. 


Hervey, Barber & McKee (Lanier McKee and Arthur Wm. 
Barber, of counsel), all of New York City, and Garfield, 
MacGregor § Baldwin (Arthur D. Baldwin and Jas. R. 
Garfield, of counsel), all of Cleveland, Ohio, for plain- 
tiff. 

Stearns, Chamberlin § Royon and Robb, Robb & Hill, all of 
Cleveland, Ohio, for defendant. 


For decision below see 16 T. M. Rep. 467; for decision of the 
Court of Appeals see p. 503 ante. 
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This cause was heard shortly before the summer vacation upon 
motion for contempt against the plaintiff. It was not decided more 
promptly because the final decree herein was under review and 
an early decision expected, and it was not deemed advisable to 
make further orders affecting the rights of the parties in that state 
of uncertainty. However, since the decision has been delayed, I 
deem it my duty now to dispose of the motion. 

Upon inspection of the affidavits and briefs, it appears that 
the matters complained of are the acts not of the plaintiff but of 
the Schnabel Medicine Corporation or of Harold F. Ritchie & 
Company. Neither of these companies were ever parties to this 
litigation. Nor are either of them citizens or inhabitants of this 
district or within the reach of process. They are not agents of 
plaintiff for whose conduct in the premises they are responsible, 
except as plaintiff, prior to the institution of its action herein, made 
a contract in Europe to sell its product to the Schnabel Medicine 
Company or Robert Schnabel, for resale and distribution in the 
United States. The responsibility for the acts is not that of the 
plaintiff nor within its control, unless this court should compel 
the plaintiff to break a contract lawfully entered into and which 
neither necessarily or directly required or contemplated the alleged 
wrongful acts of which complaint is now made. 

For the foregoing reasons, the plaintiff should not be held in 
contempt. The other parties should not be adjudged in contempt 
on this motion, because they are not within the jurisdiction of the 
court and are not parties to this suit. Defendant’s remedy, if any, 
as against them for the conduct complained of, must be sought by 
means of an independent suit brought in the court in which juris- 
diction can be obtained. The rule is discharged at the costs of 
The Lawrence-Williams Company. 





SOC. ENFANTS GOMBAULT ET CIE V. LAWRENCE-WILLIAMS co. 533 


Societe Enrants GompBavutt et Cre v. THe Lawrence-WILLIAMS 
CoMPANY 


United States District Court, Northern District of Ohio, Eastern 
Division 
January 24, 1927 


Trape-Marks—INFRINGEMENT—COMPLIANCE WITH DecrEE—CHANGE OF 

Coton Onty Hexp Inapequate. 

Where plaintiff was directed by the court, on defendant’s counter- 
claim, to make certain changes in its label sufficient to differentiate 
same from that of defendant, mere change of color from white to 
yellow or orange without any substantial change in the other features 
of the label, held inadequate, and a redesign and redistributing of all 
display and advertising matter was ordered. 


In equity. Action for trade-mark infringement and unfair 
competition. Injunction granted. Defendant’s counterclaim al- 
lowed in part. 


Hervey, Barber & McKee (Lanier McKee and Arthur Wm. 


Barber, of counsel), all of New York City, and Garfield, 
MacGregor § Baldwin (Arthur D. Baldwin and Jas. R. 
Garfield, of counsel), all of Cleveland, Ohio, for plaintiff. 

Stearns, Chamberlin & Royon, and Robb, Robb & Hill, all of 
Cleveland, Ohio, for defendant. 


For decision below see 16 T. M. Rep. 467; for decision of 
Court of Appeals see p. 503 ante. 


Westuaver, District Judge: On January 6, 1927, defendant 
filed herein a motion, supported by affidavits and exhibits, charging 
plaintiffs with violating the injunction awarded in defendant’s 
favor against plaintiff on the cause of action set up in the counter- 
claim to defendant’s answer and embodied in the final paragraph 
of decree entered herein September 13, 1926. Defendant has ap- 
pealed from that decree, but plaintiff has not; hence I have re- 
garded the cause as still pending in this court in so far as it in- 
volves said counterclaim and the relief granted defendant thereon, 
with appropriate power to enforce the same, regardless of the 
pendency of defendant’s appeal. Upon the filing of said motion, 
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an order to show cause was entered, returnable January 19, 1927. 
Inasmuch as plaintiff is not resident in this district, service was 
authorized and was had upon its solicitor of record. At the return 
day, plaintiff appeared by counsel and filed a written answer not 
under oath. This answer denies that plaintiff has violated the 
restraining order complained of, and denies that the Schnabel Medi- 
cine Corporation is its agent or representative, and avers that the 
carton and leaflet charged to be a violation of said injunction, was 
adopted and distributed by said Schnabel Medicine Corporation 
without its participation or knowledge. It further avers, however, 
that said carton and leaflet were adopted by the Schnabel Medi- 
cine Corporation in good faith and are not calculated to cause con- 
fusion or to deceive the purchasing public as to the origin of the 
goods with respect to which the same are used. In support of this 
answer, is filed an affidavit of William A. Armstrong, Director of 
Sales of Harold F. Ritchie & Co., which is averred to be a cor- 
poration acting as the selling agent of the Schnabel Medicine Cor- 
poration. 

In disposing of the present contention, the difficulty experi- 
enced in determining the issues arising on defendant’s counter- 
claim still inheres in the case. The Schnabel Medicine Corpora- 
tion is not a party to this suit. Hence this court has no power to 
pass a decree binding it or defining its rights. Moreover, no opinion 
ought now to be expressed with respect to its separate rights. It 
is plaintiff’s contention that the Schnabel Medicine Corporation is 
not its agent or representative and that it is not responsible for 
its conduct. However, the name of Robert Schnabel-Ruiz appears 
on the offending carton as sole proprietor of the proprietary remedy 
in question, and he is or may be the agent or representative of the 
plaintiff. Furthermore, the Schnabel Medicine Corporation asserts 
that it made a good faith effort to comply with the terms of the 
decree and believes that it has done so. Hence, reserving any and 
all questions pertaining to any separate and independent rights or 
conduct of that corporation, and moved by the same considerations 
which induced me, upon the former hearing, to determine the issues 
arising on the counterclaim and to award an injunction against the 
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plaintiff, I feel that an expression of opinion with respect to the 
carton and leaflet will not be wholly extra-judicial. 

The carton is substantially, if not literally, a duplicate of the 
one of which the use by plaintiff was enjoined. The former carton 
was white, and the change consists in giving it a yellow or orange 
color. All other changes are of a minor nature and not adequate 
to produce any different impression. Inasmuch as the decree found 
this carton to be the property of the defendant and enjoined its 
use, I am of opinion that a mere change of color is not an ade- 
quate compliance with the order already made. If plaintiff or its 
agent or representative is in any wise responsible for the adoption 
and use of this carton, a violation of the court’s order would be 
proved. In order to comply with that order, a redesign and redis- 
tribution of all display and advertising matter should be made so 
as to give its exterior a distinctive and characteristic appearance. 
In my opinion, a mere change of color is not adequate for this pur- 
pose. It is no doubt true that the jobbing or wholesale trade to 
which sales in bulk or job lots are made, would not be deceived 
or misled as to the origin of the product enclosed therein. The 
consumer to be considered is, however, the ordinary careful or 
careless purchaser at retail of a single bottle, and, having in view 
his habits and mental attitude, I am of opinion that enough has not 
been done to prevent confusion in the trade. 

The leaflet alleged to offend, is of minor importance. The 
matter therein contained is not copyrighted. It is not used for 
display or advertising or selling purposes. It gives directions only 
and is enclosed in the carton with the bottle containing the horse 
liniment. It is not likely to contribute in any degree to confusion. 
The leaflet has been changed in size and color and in the charac- 
teristic display of the outside leaves. I am of opinion that nothing 
further is required to be done to the leaflet. 

Upon the present state of the record, I cannot find plaintiff 
guilty of the wrongful conduct, and cannot impose any punishment 
as for a contempt. All the relief deemed appropriate is to extend 
the preliminary injunction to the new carton attached to the motion 
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papers and to phrase the order in the same terms as the original 
injunction. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Goods of Different Descriptive Properties 


Moore, A. C.: Opinion on rehearing: The opposer, Fire- 
stone Footwear Company, petitions for a rehearing of its appeal 
from the decision of the Examiner of Interferences dismissing its 
opposition to the registration of the applicant’s trade-mark, which 
appeal was decided September 9, 1927 [17 T. M. Rep. 451]. 

The grounds for the petition are stated as follows: 

1. The first point upon which the Commissioner relies for 
dismissing the opposition, namely, that opposer has adopted a well- 
known trade-mark, has never been raised in the proceedings so 
far, and the Firestone Footwear Company has, therefore, had no 
opportunity to be heard thereon. 

2. The second point, that the goods are not of the same 
descriptive properties, is supported by a decision the facts in which 
are entirely different from those in the present case, whereas a 
decision cited by opposer is directly in point. 

3. The third point, relating to confusion in trade, is contrary 
to the proven facts and to the decisions in the modern cases cited. 

1, The opposer contends that the word “Balloon” is not a 
well-known trade-mark; that this question was not raised by the 
applicant, and consequently no rebuttal of this ground for dis- 
missing the opposition appears in the record. 

I did not hold in my decision that the word “Balloon” is a 
well-known trade-mark, but that a trade-mark consisting of the 
representation of a balloon is common in trade. Whether a bal- 
loon be represented by the word “balloon” or by a picture of a 
balloon is immaterial. Each method of representation creates a 
mental picture of a balloon. 

Reference was made in my decision to prior registered trade- 
marks consisting of a representation of a balloon merely to show 
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that the opposer is not entitled to the exclusive use of the word 
“balloon” as a trade-mark, nor even to the use of said trade-mark 
for footwear generally and not for the purpose of questioning the 
right of either party to use its specific trade-mark on its own specific 
class of goods. It was, of course, proper to take judicial notice 
of these public records. 

As to the petitioner’s contention with respect to the secondary 
meaning of the word “balloon,” no accepted authority has been 
found supporting the petitioner’s contention. The term “balloon’’ 
standing by itself does not mean a balloon tire. Clearly, the appli- 
cant does not use the term in its alleged secondary sense, as evi- 
denced by its specimens of inner and outer soles filed of record. 

But even if the alleged secondary meaning of the term be 
accepted, still the secondary meaning of the term could not have 
greater force upon the mind of the public than its primary mean- 
ing. The opposer of course does not wish to be understood as 
contending that the term as used in its registration No. 208294 


is descriptive of its goods, as might be inferred from its argument. 
2. The petitioner states under ground 2 of the petition that 
“rubber soles for shoes are of the same descriptive properties as 


rubber shoes,” the natural inference from the statement being that 
the applicant’s trade-mark is appropriated to rubber soles; but as 
above indicated the applicant has not appropriated his trade-mark 
to rubber soles. I am still of the opinion that the applicant’s soles 
are not of the same descriptive properties as the opposer’s “boots 
and shoes of rubber and fabric,’ and particularly so in view of 
the public knowledge of the practice among manufacturers of foot- 
wear for some to manufacture the different parts, and others to 
assemble the parts in completed articles. 

8. The third ground advanced for a rehearing relates to con- 
fusion in trade, due to the concurrent use of the two marks, the 
petitioner intimating that the statement in my decision to the effect 
that the evidence does not show that any such confusion has oc- 
curred “is contrary to the proven facts.” 

The petitioner, however, fails to point out in the record proof 
of the alleged fact. As to likelihood of confusion, this is a matter 
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of opinion based upon surrounding circumstances. For the reasons 
stated in my decision I am of the opinion that the concurrent use 
of the mark by the two parties upon their respective goods would 
not result in confusion. 

I am still of the opinion that in view of the prior registrations 
noted of record, and particularly registrations Nos. 57073 and 
179508, disclosing representations of a balloon as a trade-mark for 
the same general class of goods, the petitioner is not entitled to 
such a broad interpretation of its rights as to exclude the appli- 
cant’s right to the registration of his mark for soles and insoles. 

Petition denied. 

October 12, 1927. 


Third opinion: The opposer, the Firestone Footwear Com- 
pany, petitions for a supplemental decision directing the Examiner 
of Trade-Marks to require restriction of the application of Schmidt 
so that it may not extend to soles and insoles of rubber. 

For the reasons fully stated of record, it is believed that the 
opposer has no legal ground on which to sustain its opposition to 
the registration of the applicant’s trade-mark. 

As to the character of the goods to which the applicant may 
appropriate his trade-mark in trade, this office has no jurisdiction. 
Should the applicant appropriate his trade-mark to goods of sub- 
stantially the same descriptive properties as the opposer’s goods, 
in violation of the law of trade-marks, and of the opposer’s rights 
under its registration No. 208294, the applicant would be liable 


to an action for damages, as provided by Section 16 of the Act of 
February 20, 1905. 


The petition is denied.* 
Laches 


Kinnan, A. C.: Opposition 6348: This case comes before 
me on a petition by Worth, Société Anonyme from the decision of 
the Examiner of Interferences denying its petition to intervene 
in the above entitled case. 


* Firestone Footwear Co. v. Alfred G. Schmidt, 151 M. D. ——, Octo- 
ber 18, 1927. 
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This case is a companion to two cancellation proceedings, Nos. 
1249 and 1267, in which similar orders have been entered by the 
Examiner of Interferences. 

On May 19, 1927, a decision was entered on the petition by 
Société Worth, holding that the papers presented by it, requesting 
that Worth, Société Anonyme be allowed to intervene, were not in 
proper form, and stating what was the proper procedure to be taken 
by that party in requesting intervention. Thereafter certain papers 
were filed in accordance with that order and no question has been 
raised by the Examiner that they were not in proper form. 

The petition to intervene was denied solely on the ground of 
the laches of the intervener. 

It appears that this opposition proceeding was filed in May, 
1925, and that when testimony was taken on the part of the opposer 
it developed that it had transferred its business to the present 
petitioner, Worth, Société Anonyme. According to the record, a 
transfer of some sort was made from the Société Worth to Worth, 
Société Anonyme in May, 1926. The original petition for interven- 
tion was not filed until April, 1927. 

It is contended on behalf of the petitioner that the transfer 
was not completed until sometime later than May, 1926. 

Whether that contention is right or whether the holding of 
the Examiner of Interferences to the contrary is right, it is not 
deemed necessary at this time to pass upon. It appears that the 
transfer was in effect from a partnership to a corporation, the prin- 
cipal parties in the corporation being those who were interested 
in the partnership. 

It is not seen there has been any such laches in this case as 
would justify the action taken by the Examiner. The notice of 
opposition was predicated upon prior use of the trade-mark in ques- 
tion by Société Worth and prior registration of a trade-mark by 
it. The testimony which has been taken was for the purpose of 
establishing the facts alleged in the notice of opposition. 

In the case of Rhinehart v. Victor Talking Machine Co., 261 
Fed. 646-651, the court said: 

The intervener’s rights, as they existed at the time the suit 
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was instituted, were dependent upon and co-extensive with those 
of the plaintiff. If, therefore, the complainant has asserted his 
rights in due time, and the intervener seeks merely to assert his 
rights in and to the original claim against the defendant, the mere 
fact that he has delayed in asserting those rights, standing alone, 
cannot conceivably have injured the defendant. If, however, the 
defendant has changed his position by reason of the prior non- 
assertion of the intervener’s rights, a different question is presented. 
But on the face of the papers, as they stand at present, there is 
nothing to show that the intervener’s delay has injured the defend- 
ant, or that the defendant is in a position to invoke the doctrine 
of laches. 

In the case of Gaines v. Clark, 51 App. D. C. 71, 275 Fed. 
1057, the court said: 

We are of opinion that, though appellant has been negligent 
in making his application for leave to intervene, inasmuch as it 
was made before decree was entered, the matter is one that should 
not be disposed of upon a legal technicality. The case presented 
is on its face a good one, and appellant should be given an oppor- 
tunity to prove it. 

This case has been delayed to a great extent by the number 
of petitions and motions which have been filed therein, many of 
which it would seem were to no useful purpose. 

As stated above, it is not seen how the applicant has been 
prejudiced in any way by the delay in filing the petition for inter- 
vention or that he is in any different position now from what he 
would have been had the petition for intervention been filed prompt- 
ly after the transfer was made. 

Whether the testimony which has been taken can be availed 


of, as it stands, by the petitioner for intervention is a question 
which is not before me, but in view of the character of the transfer, 


it is not apparent why this testimony should not be available to 
it when, and if, the transfer is properly proven. 

The petition is granted, the order of the Examiner of Inter- 
ferences dismissing the opposition is set aside and the Examiner 
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is directed to take such further steps as may be necessary to carry 
into effect this decision. 

Cancellation 1267: For the reasons fully stated in a decision 
this day rendered in Opposition No. 6848, the petition from the 
order of the Examiner of Interferences denying the petition for 
intervention is granted and the decision dismissing the cancellation 
is vacated. 

Cancellation 1249: For the reasons fully stated in a decision 
this day rendered in Opposition No. 6848, the petition from the 
order of the Examiner of Interferences denying the petition for 
intervention is granted and the decision dismissing the cancellation 
is vacated.” 


Non-conflicting Marks 


Moore, A. C.: The opposer, the Planters Nut and Chocolate 
Co., appeals from the decision of the Examiner of Interferences 
dismissing its notice of opposition to the registration by the appli- 


cant, O. K. Jelks & Son, of its trade-mark for peanut products. 

The essential ground of appeal is: The Examiner erred in 
not holding that the mark “Miss Peanut,” which constitutes a 
conspicuous and essential feature of complainant’s mark is con- 
fusingly similar with opposer’s mark, “Mr. Peanut,” registered 
No. 206415, dated December 1, 1925. 

The Examiner erred in not holding that the representation 
of a peanut as the body of a human figure with extended limbs was 
confusingly similar with opposer’s registered trade-marks No. 
121818 and No. 123641. 

It appears to be agreed that the goods of the parties possess 
the same descriptive properties. The only question raised by the 
appeal for decision is whether the applicant’s trade-mark so nearly 
resembles the opposer’s registered trade-marks as to be likely to 
cause confusion or mistake in the mind of the public or to deceive 
purchasers. 

The applicant’s mark as shown, and as described in its brief, 


2 Société Worth v. Worth, Inc., October 24, 1927. 
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comprises a female figure in the costume of a waitress, carrying 
in one hand a serving tray, supporting a number of packages of 
the article, and holding in the other hand one of said packages, the 
dress of the waitress simulating in a general way, a peanut shell 
of a form following in outline that of the figure of the waitress, 
the appearance of the waitress being changed in no other respects. 
Said mark also comprises the words, ““Let Miss Peanut Serve You.” 

The opposer’s trade-marks pleaded in opposition to the regis- 
tration of the applicant’s mark are registrations Nos. 121818, 
128641, and 206415. Registration No. 206415 consists merely of 
the words Mr. Peanut; registration No. 121818 consists of a 
representation of a man wearing a beaver and carrying a cane, 
the body, neck and a portion of the face simulating a peanut; and 
registration No. 123641 comprises a similar figure associated with 
other matter. 

A comparison of the applicant’s mark with those of the opposer 
shows that the only feature common to the marks of the two par- 
ties is a representation of a peanut; but this feature was an essen- 
tial characteristic of prior registrations for goods of the same 
descriptive properties, as evidenced by those cited by the applicant 
in its answer to the notice of opposition, from which answer the 
following may be quoted: 

Respondent denies that the use of the trade-mark the 
representation of a peanut embellished with human arms, legs and 
head, together with the words “Let Miss Peanut Serve You” for 
peanut products, namely, salted peanuts, peanut butter sandwiches, 
as used by respondent, will work serious injury to the said business 
of the opposer by thus inducing purchasers to believe that the 
products sold by the applicant are those of the opposer, and leaves 
the petitioner to its strict proof thereof. 

As matter of affirmative defense, the respondent sets up and 
makes profert of, and requests the Examiner of Interferences to 
take judicial notice of the following trade-mark registrations which 
show a peanut, fruit or nut embellishment in a fanciful manner, 


and tend to prove that the petitioner’s mark is neither original nor 
distinctive. 
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No. 34864, July 10, 1900, Merrill-Soule Company; No. 88883, 
September 9, 1902, Amedea Obici; No. 72586, February 2, 1909, 
Pe-Co-Pop Co.; No. 83827, October 17, 1911, Franklin Baker Co.; 
No. 91848, April 29, 1913, C. D. Hubbard Fruit Co.; No. 111996, 
August 15, 1916, Condensed Food Co.; No. 122999, October 1, 
1918, The Squirrel House, Inc.; No. 148061, November 8, 1921, 
E. Greenfield’s Sons; No. 169311, June 12, 1928, Jos. Petrocelli 
& Co.; No. 198566, December 30, 1924, Albert Miller Co.; No. 
199316, June 9, 1925, Charles G. Grover. 

The stated purpose of the above citations was to show, pri- 
marily, the lack of originality of the opposer’s trade-mark. The 
applicant calls attention particularly to registrations Nos. 72586 
and 122999, each showing a comical representation of a human 
figure composed of peanuts. 

The opposer states that of the registrations cited by the appli- 
cant it has been conceded by stipulation that four are no longer 
in use. 

It is true that the applicant stipulated and agreed to the facts 
set forth in the stipulation, but said facts by no means prove that 
said trade-marks have been abandoned or are no longer in use. 

The opposer infers abandonment or non-use of said registra- 
tion by the return of certain letters addressed to the places of 
business designated in the respective registrations, said letters 
being returned marked “Unclaimed” or “Undeliverable,” etc. 

Abandonment may never be presumed, but must be strictly 
proved. In the case of the Indian Tobacco Co. [14 T. M. Rep. 
109], it was held that even prima facie abandonment was not estab- 
lished by an affidavit and letters showing that the charter of the 
registrant company had been canceled in 1914; and that in order 
to make out prima facie abandonment some positive evidence from 
some party having knowledge of the acts of the registrant should 
be submitted. To the same effect was the case of Zegschwert [12 
T. M. Rep. 251]. And Sec. 16 of the Trade-Mark Act of February 
20, 1905, specifically provides: 

That the registration of a trade-mark under the provisions of 
this act shall be prima facie evidence of ownership. * * * 
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In view of the dissimilarity of the applicant’s mark and those 
of the opposer, and in view of the prior registrations showing that 
the feature common to the applicant’s and opposer’s marks had 
previously been adopted by others for goods of the same descrip- 
tive properties (Smith Mfg. Co. [4 T. M. Rep. 449], 114 M. D. 
19), it is believed that no confusion would arise in the mind of the 
public as to the origin or ownership of the goods of the parties by 
the concurrent use of their respective trade-marks, and that the 
opposer's trade-mark rights do not merit such a broad construc- 
tion as to exclude the applicant’s trade-mark from registration. 

The decision of the Examiner of Interferences is affirmed.® 


Kinnan, F. A. C.: Held that applicant is entitled to register 
as a trade-mark for gates, braces, posts, etc., a mark consisting 
of the words “Imperial Green Top” and the representation of a 
fence post with the round cap thereof painted green, notwith- 
standing prior use by opposer of a trade-mark for fence posts, 


described as consisting in “coloring a short portion of the upper 
end of the post blue,” on the ground that the marks are not so 
similar as to be likely to cause, by their contemporaneous use, 
confusion in trade. 


In his decision the First Assistant Commissioner said: 


“As pointed out above, applicant’s mark consists in coloring the 
upper portion of the post green. Presumably, such an article would be 
referred to as the green top article. Another registration, referred to 
in the one relied upon by opposer, was granted of a mark consisting of 
coloring the upper portion of the post red upon evidence offered by the 
applicant that the trade had accepted the mark as distinguishing the 
posts from other posts ‘by ordering the posts under the name of “Red 
To ‘Lagi 

Pephe words associated by the applicant with its mark ‘Imperial 
Green Top’ accentuate the difference between the two marks. There is 
no evidence that there has ever been any confusion and from a considera- 
tion of the two marks it is not apparent that any confusion is likely to 
take place.” * 


*Planters Nut and Chocolate Co., Opposer v. C. K. Jelks and Son, 
151 M. D. » November 7, 1927. 

*Red Top Steel Post Co. v. Rolfe Iron Co., 151 M. D. 546, October 
28, 1927. 
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Kinnan, F. A. C.: Held that applicant is entitled to register 
the term “Zipper,” as a trade-mark for wardrobe bags, notwith- 
standing the prior use of the same term by opposer as a trade- 
mark for boots and shoes made of rubber and fabric, and that the 
opposition was properly dismissed on motion prior to the taking 
of testimony. 

The ground of the decision is that the goods are so clearly of 
different descriptive properties that there is no likelihood of con- 
fusion and that opposer, therefore, has suffered no legal injury. 
In his decision, after noting that the so-called fasteners were in- 
vented by parties other than the parties to this proceeding and 
such a fastener had been used upon various articles and noting 
opposer's claim that, if allowed to present proofs, it could show 
expenditures of large sums of money in making its goods favorably 
known, that the mark is a valuable asset to its business, and that 


confusion of crigin would, or possibly could, be shown, the First 
Assistant Commissioner said: 


“While many important and instructive adjudicated cases are cited 
by the opposer in support of its contentions, yet none of them seems to 
warrant a holding that wardrobe bags are goods of the same descriptive 
properties as boots and shoes made from rubber and fabric. Wardrobe 
bags and boots and shoes are not used for the same purpose, and except 
in large department stores, are seldom sold by the same merchants and, 
beyond the fact that most everyone uses boots and shoes, are not sold 
to the same class of customers. It is not believed, in consequence, that 
the opposer, even if its proofs supported its contentions as to extensive 
advertising, use of the mark and even some confusion of origin, could 
prevail in this proceeding. If opposer is damaged, it is damaged without 
legal injury.” ® 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Crackerjack,” as a trade-mark for lard substi- 
tutes, since this term is substantially the name of opposer, The 
Crackerjack Co., which was incorporated prior to the date when 
applicant filed its application for registration. 


In his decision, after noting that in a prior proceeding be- 


tween these parties, which became final, it was held that the goods 


‘The B. F. Goodrich Company v. Closgard Wardrobe Company, Inc., 
151 M. D. 548, October 31, 1927. 
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of the two parties, namely, lard substitutes and candies of various 
kinds, including pop corn confections, are not of the same descrip- 
tive properties, but that applicant was not entitled to register be- 
cause the mark was the name of the corporation and noting the 
applicant’s contention that this latter holding is not res adjudicata 
as to its right to register, because the decision of the Supreme 
Court in American Steel Foundries v. Robertson, 269 U. S. 372, 
842 O. G. 711 [16 T. M. Rep. 51], had changed the interpretation 
of the statute, and further noting opposer’s contention that it is 
well established that a change in the interpretation of the statute 
shows no ground for holding that a matter previously adjudicated 
between the parties is not res adjudicata, said: 


“While it is believed as a matter of law the contentions of the opposer 
are correct and that even if it be admitted the holding of the Supreme 
Court so far changed the interpretation of the statute as to make it im- 
probable the decision in the previous opposition would have been made, 
it is believed the applicant is not entitled to prevail. The applicant has 
adopted substantially the entire corporate name of opposer. The ‘Co. 
of the corporate name is common to almost all firm and corporate names, 
is no way distinctive of opposer’s corporation, and conveys no informa- 
tion to the public or purchasers as to the identity of the opposer corpora- 
tion. It seems proper to hold, therefore, that the applicant is here seeking 
registration of substantially the opposer’s entire corporate name six and 
one-half years after opposer incorporated.” 


With respect to the applicant’s contention that the prohibi- 
tion of the statute was not applicable because it had commenced 
to use the mark prior to the date of the opposer’s incorporation, the 
First Assistant Commissioner, after referring to the holding of the 
Court of Appeals in the case of Howard Company v. Baldwin 
Company, Howard Company v. Valley Gem Piano Company, 326 
O. G. 685, 48 App. D. C. 487, said: 

The court then makes the significant statement: 


“But the statute goes further and requires that the registrant must 
be entitled to the use of the mark at the date of his application for 
registration thereof. When the Baldwin Company applied for the regis- 
tration of the word ‘Howard, the Howard Company was in existence 
and a direct competitor of applicant in the piano business. Hence, the 
registration of its competitor’s name was sought and secured in direct 
violation of the express terms of the statute.” 


Under the foregoing, the claim of adoption and use of the 
mark prior to the date the opposer company was incorporated is 
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immaterial, so long as registration is sought after such incorpora- 
tion.® 


Non-descriptive Terms 


Kinnan, F. A. C.: Held that the Christman Piano Co. had 
established prior adoption and use of the word “Studio,” as ap- 
plied to pianos, and was entitled to register that mark. 

The ground of the decision is that the testimony clearly estab- 
lished prior adoption and use by the Christman Piano Co., Inc., 
and that the mark is not merely descriptive of the goods. 

With reference to the argument presented by the other party 
to the interference that the word had been used as descriptive of 
the goods and intended to indicate a small piano suitable for use 
in a studio, the First Assistant Commissioner, after pointing out 
that the testimony for the Christman Piano Co., Inc., established 
that the notation had been used upon upright pianos and also upon 
grand pianos of a small size, said: 


“The type or style of piano was also indicated in connection with the 
notation. Upon the grand piano the words ‘Studio Grand’ appeared. 
Weitz states that other manufacturers used different qualifying names in 
connection with their pianos and notes the case of one company using 
the notation ‘Miniature Grand, another company the notation ‘Cupid 
Grand,’ and states these names indicated the origin of the goods and that 
likewise the trade recognized the name ‘Studio Grand’ as indicating the 
Christman piano. Weitz states that he suggested the name ‘Studio’ as 
being more appropriate than the formerly used notation ‘Student.’ 

“It is evident the notation has been used by the appellee company 
to indicate a smaller sized piano or piano player but it is believed the 
evidence supports the conclusion that the notation was also used in a 
trade-mark sense to indicate, and that it did indicate to the trade, the 
origin of the goods. This being true, the double function would not 
preclude holding the mark had been used in a trade-mark sense.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register, 


as a trade-mark for foot corrective appliances, including arch sup- 
ports, etc., a mark consisting of the representation of a human foot 
partly extending through the representation of an annular life 


* The Crackerjack Co. v. Aspegren & Co., Inc., 151 M. D. 549, October 
31, 1927. 

7Christman Piano Co., Inc. v. The Rudolph Wurlitzer Co., 151 M. D. 
434, October 22, 1927. 
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preserver with a short piece of rope fastened thereto, since it had 
proved that it had adopted this mark at a date prior to the date 
of adoption by opposer of its mark shown in registration 153,216 
and had continuously used its mark thereafter. 

In his decision, after pointing out that the opposer had estab- 
lished use of its mark as early as September, 1919, and noting its 
contention that the applicant had failed to prove use of its mark 
prior to that date, but had merely established advertisements dis- 
closing the same and had submitted no documentary evidence, the 
First Assistant Commissioner said: 


“Scholl himself testifies * * * that he used the mark on the goods 
as early as 1917. His two witnesses, Landon and Gill, * * * fully cor- 
roborate Scholl as to this use upon the goods in 1917. Gill testifies he 
designed or originated the mark. There is no reason to conclude Scholl 
and his witnesses are mistaken or testifying falsely. Notwithstanding 
the absence of exhibits showing containers which bear the mark of the 
applicant and which are identified as having enclosed goods which were 
actually marketed in 1917, it must be held the applicant has established 
adoption and use of its mark by a preponderance of evidence from a 
date at least two years prior to any date established by opposer. The 
methods of conducting commercial enterprises as usually and ordinarily 
followed must be considered in determining the evidential value of the 
publications disclosing the applicant’s mark in 1917. It is contrary to 
such ordinary and usual methods of procedure for a manufacturing com- 
pany to advertise its goods under a trade-mark which is not actually being 
used upon the goods and which is not so used for several years after 
the advertisements.” * 


Kinnan, F. A. C.: Held that the petitions brought by the 
Anti-Shimmie Manufacturing Company to cancel the trade-mark 
registrations Nos. 97,501 and 210,582 of The Pierce-Arrow Motor 
Car Company were properly dismissed and that under the circum- 
stances it was not believed necessary to permit an amendment to 
the answer. 


The ground of these decisions is that, in view of the decision 
in a prior proceeding in this office between the same parties and 
the fact that the petitioner for cancellation is no longer in busi- 
ness, it could not be damaged by the registrations. 

In his decision in cancellation proceeding No. 1489, the First 


*The Jung Arch Brace Co. v. Scholl Mfg. Co., Inc., 151 M. D. 540, 
October 25, 1927. 
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Assistant Commissioner, after noting the petitioner's argument 
that the arrow or broad arrow included in the registrations were 
insignia of Great Britain and were also used by certain divisions 
of the army in this country and noting that petitioner had been 
refused registration of its mark in an opposition proceeding, but no 
appeal had been taken, said: 


“In the instant proceedings, the testimony fairly establishes that the 
petitioner is no longer using any trade-mark which includes a representa- 
tion of an arrow. There is further testimony taken in connection with 
the above noted opposition proceedings, in the nature of an admission on 
the part of the witness Lane, who, together with Helen S. Claire, com- 


poses petitioner company, that such company is now no longer in busi- 
ness. 
* * * - . * * * * 


“The testimony taken in the opposition proceedings, where the parties 
were the same as here, is properly considered in connection with the in- 
stant proceedings and that testimony is deemed to establish that peti- 
tioner is not damaged by the use by the registrant of its mark since peti- 
tioner is not using the mark and is not even any longer in the business 
of manufacturing or selling the goods upon which it at one time used 
the conflicting mark.” 

















With reference to the argument based on the pendency of a 
suit brought by the registrant against the petitioner, alleging in- 
fringement of the registrant’s mark, he said: 


“It is not believed this fact establishes the right of the petitioner in 
the instant proceedings. The defense of non-user and that the complainant 
there has no proper trade-mark can be made in that suit. The court has 
ample jurisdiction to determine the equities of all parties involved in the 
case before it.” ° 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for maps, a mark consisting of the words “United” 
and “Service,” the former written in the outline of the upper part 
of a shield and the latter therebelow, so that the whole forms the 
outline of a shield, notwithstanding the prior use by the opposer 
of a similar mark, including the words “Cigars” and “United,” as 
applied to cigars, candies, tobacco products and other like articles. 

The ground of the decision is that the goods of the two parties 
are of entirely different descriptive properties and that registration 
of applicant’s mark is not forbidden by the act which provides that 













* Anti-Shimmie Mfg. Co. v. The Pierce-Arrow Motor Car Co., 151 
M. D. 541, 543, October 26, 1927. 
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the emblem of an institution or organization may not be registered. 

After noting that the appeal was based primarily on an alleged 
error in the interpretation of the Trade-Mark Act and also noting 
that in a prior decision of the Patent Office, it had been held that 
the term “organization” in the act should be limited to an organiza- 
tion analogous to a club or society, the First Assistant Commis- 
sioner said: 


“It is perfectly clear, both from the language of the statute itself 
and from the history of the amendment, that it was never intended by 
that statute to include corporations organized for profit. The original 
statute prohibited the registration of the emblem ‘adopted by any frater- 
nal society’ and the added clause also prohibited the registration of ‘any 
name, distinguishing mark, character, emblem, colors, flag, or banner 
adopted by any institution, organization, club, or society which was 
incorporated,’ etc. The original Trade-Mark Act prohibited the registra- 
tion of the name of any individual, firm, ‘corporation or association.’ It 
would certainly seem obvious that Congress did not intend, in passing 
an amendatory act with reference to fraternal societies and organizations, 
to include corporations organized for pecuniary profit, since it did not 
use the word ‘corporation, which word is used throughout the statute in 
many places. Obviously, if Congress had intended by an amendment 
which was made for the purpose of protecting the emblems and names 
of organizations not organized for profit to also include the emblem of 
a corporation organized for profit, it would have used the word ‘cor- 
poration.’ 

* * * * * * * * * 

“To undertake to make that prohibition apply to an emblem used by 
a corporation such as the opposer in this case, seems to me to be an 
attempt to entirely change the purpose of the statute.” 


With reference to the mark being the name of the opposer, 


he said: 


“Obviously, under no construction of any portion of the statute, is 
the United Cigar Stores Company entitled to prevent another person 
from using this word ‘United, which alone is not the name of the cor- 
poration, on goods entirely different from the goods which it sells (see 
American Steel Foundries Co. v. Robertson, 324 O. G. 963, 1924 C. D. 476, 
262 U. S. 209 [16 T. M. Rep. 51]).”” 


* United Cigar Stores of America v. Chas. E. Smith, 151 M. D. 544, 
October 28, 1927. 
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DIGEST OF MANUSCRIPT DECISIONS 
Conflicting Marks 





Kinnan, F. A. C.: This is a renewal of a petition presented 
September 16, 1921, by petitioner, the John F. Brooks Co., whose 
mark “Saxony” for knit goods and similar articles was registered 
September, 1908, that the Commissioner exercise his supervisory 
authority to prevent the registration of the mark “Sacony” by the 
applicant, S. Augstein & Co., applied to substantially the same 
class of goods, especially sweater coats, jerseys, and various kinds 
of knitted wearing apparel. 

It appears that the applicant, S. Augstein & Co., sought regis- 
tration of the word “‘Sacony,” on a panel and having printed there- 
under the word “Knitwear,” accompanied by a representation of 
a ball of yarn and a kitten tangled in an unwound portion of the 
yard. Upon opposition (No. 3421) to the use of that portion of 
the mark which included the ball and the kitten, made by the Nono- 
tuck Silk Co., a stipulation was entered into whereby, in view of 
the withdrawal of the opposition, the applicant, S. Augstein & Co., 
agreed to “abandon its application so far as the representation 
of a kitten and ball of yarn are concerned.” 

In a paper filed September 3, 1920, the applicant, S. Augstein 
& Co., disclaimed “the use of the words ‘Knitwear’ and ‘Reg. U. S. 
Pat. Off.,’ apart from the mark shown on the drawing.” 

In view of the foregoing changes, the applicant company is 
now before the office seeking registration of the word “Sacony” 
arranged on a panel, as applied to the above noted class of goods. 
An opposition by the Standard Oil Co., registrant of the mark 
“Socony,” applied to oil, greases, wax, etc., has been dismissed on 
the ground of dissimilarity of goods upon which the marks are used. 

Petitioner’s first petition of September 16, 1921, prayed that 
the Commissioner exercise his supervisory authority to prevent the 
registration of the applicant’s mark “Sacony” because of probable 
confusion in trade with petitioner's mark, “Saxony.” In disposing 
of that petition I stated that it was “dismissed without prejudice 
to its renewal should it appear any of petitioner’s rights are placed 
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in jeopardy,’ as the opposition proceedings, above referred to, 
were then not determined. 

The Examiner of Trade-Marks has not had before him the 
application, as now amended, of S. Augstein & Co. for the registra- 
tion of the mark “Sacony”’ alone. 

It would seem, although the mark of petitioner was registered 
under the ten-year clause of the 1905 Act, and although such mark 
was, presumably, geographical, that its long-continued use, in con- 
nection with knitwear, has created in the minds of many pur- 
chasers knowledge of the origin of the goods. The similarity of 
the marks “Sacony” and “Saxony” is such that, in my judgment 
the average, even reasonably careful, purchaser would be likely 
to be confused as to the origin of the goods he was purchasing. 
Not only the good-will of the first user of a mark should be pro- 
tected, but the public should not be placed in position to be readily 
deceived as to the origin of the goods they are purchasing. It is 
thought the mark “Sacony” would fulfill the requirements or the 
essentials of the mental picture which the average purchaser, who 
had been in the habit of purchasing the goods under the mark 
“Saxony,” would have, and this being true, there is an infringement. 

The petition is granted.* 


Kinnan, F. A. C.: An application to register a trade-mark 
consisting of the representation of a pyramid upon which the words 
“Peer-Amid” appear, for hosiery, was opposed by the prior owner 
of a trade-mark consisting of the representation of a pyramid and 
the word “Pyramid” for knitted underwear, children’s waists, etc. 
The goods are of the same descriptive properties (H. Wolf & 
Sons v. Lord & Taylor, 202 O. G. 682 [3 T. M. Rep. 291]). Use 
by opposent on hosiery is within the legitimate expansion of its 
business. The opponent already sells hosiery, although not under 
this mark. The marks were held to be confusing and the opposition 
was sustained.’ 


* Ex parte, John F. Brooks Co., 142 M. D. 349, February 8, 1923. 


*Campe Corporation v. Peer-Amid Company, 144 M. D. 187, October 
3, 1923. 
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Descriptive Marks 


Fennina, A. C.: Applicant applies for registration of “Mul- 
tistamp” as a trade-mark for a stencil hand stamp. In the brief 
it is urged that the dictionary meaning of “multi” is “many” and 
when prefixed to the word “stamp” the whole would seem to sug- 
gest many stamps. Applicant urges, however, that his device is 
a single article and therefore the word cannot be held descriptive. 
The circulars submitted with the brief and issued by applicant 
state that the device is sold “completely equipped for 25 different 
stamps.” 

The mark is clearly descriptive and registration must be re- 
fused. The prior registrations cited by applicant cannot control 
the present case.° 


Drawing—Disclaimer 


Rosertson, C.: An application to register a trade-mark for 
bay rum, consisting of the representation of a Greek cross, in the 
center of which is the letter “C’’ and the words on upper and 
lower margins “Continental Brand,” upon an orange background. 
The color was disclaimed, though orange was shown in the drawing. 
The Examiner requires either description of color or removal from 
the drawing. On petition to the Commissioner, he was overruled. 
The practice of illustrating the mark as used and disclaiming what 
is not claimed is sanctioned by Beckwith v. Commissioner of Pat- 
ents, 252 U. S. 588 [10 T. M. Rep. 255].* 


Goods of Different Descriptive Properties 


Fennina, A. C.: An interference was declared between reg- 
istration Nos. 129,599 and 129,600 of the Art Cabinet Company 
and the applications for the same marks by the Cardinal Cabinet 
Co. for phonographs. The latter claims use since 1910 on kitchen 

*Ex parte, George T. Pritchard, 142 M. D. 316, February 1, 1923. 


*Ex parte, Continental Drug & Chemical Company, Inc., 143 M. D. 
187, January 2, 1923. 
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cabinets. It was held that kitchen cabinets are not the same class 
of goods as phonographs. 
The priority of the Art Cabinet Co. was established.° 


Fennine, A. C.: Zinsmaster Baking Company applies for 
registration of a trade-mark for bread including “Brownie Twins” 
and a picture. Breakfast Brownies Company opposes the regis- 
tration of the mark on the ground that it has a trade-mark includ- 
ing the word “Brownies” which has been applied to a breakfast 
food made up of a composition of cereal and chocolate. I am 
satisfied that the goods of the parties are not of the same descriptive 
properties, nor is bread a field which must be held open for a 
normal expansion of opposer’s business, alleged to be chocolate 
and cereal breakfast food. 

Opposer has shown a single sale of bread which was pur- 
chased. It appears never to have had a business in the making 
and selling of bread. Such a single shipment cannot support a 
claim of the trade-mark for bread. 

Applicant has produced sale slips which are identified by its 
witnesses as indicating the sale of bread bearing the mark here in 
issue, and it has shown a continuing business of such sales. Opposer 
has not pleaded applicant’s trade-mark as consisting of opposer’s 
name and it cannot therefore raise that issue. Opposition dis- 
missed.° 


Goods of Same Descriptive Properties 


Fennino, A. C.: Trade-mark for sugar wafers opposed by 
the owner of the same mark for candy. Held that the goods were 
of the same descriptive qualities, and were often made by the same 
company. Hence there was likelihood of confusion. Opposition 
sustained.’ 


* Cardinal Cabinet Co. v. Art Cabinet Co., 140 M. D. 349, April 26, 
1922. 

* Breakfast Brownies Co. v. Zinsmaster Baking Co., 142 M. D. 357, 
February 12, 1923. 


* Mackenzie Co. v. Lakeside Biscuit Co., 189 M. D. 352, December 
14, 1921. 
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Mark of Guarantee 


Fennine, A. C.: The applicant takes woolen piece goods, 
woven by somebody else, dyes them and they are then put on the 
market. The applicant stamps its mark on the goods as a guar- 
antee of the quality of the dye and workmanship. It does not buy 
or sell goods it dyes (Amoskeag Mfg. Co. v. Gauer, 55 Barb. 151). 
The trade-mark has been registered in England. As this is a 
doubtful case, until the courts have decided the mark is not regis- 
trable, the applicant should have the benefit of the doubt.® 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant was entitled to regis- 
ter as a trade-mark for mixed paints, varnishes and like products, 
the words “Sun Ray,” notwithstanding the prior use by the opposer 
and its predecessor in business, of the words “Sun-Proof,’ accom- 
panied by a conventionalized representation of the sun, as a trade- 
mark for paints and paint products, on the ground that opposer’s 
mark differed in appearance, sound, meaning and significance (citing 
American Tobacco Co. v. Globe Tobacco Co., 198 Fed. Rep. 1015 
[2 T. M. Rep. 187]; Chance, et al. v. Gulden, 165 Fed. Rep. 624; 
and, particularly, Patton Paint Co. v. Sunset Paint Co., 142 M. D. 
140, affirmed by the Court of Appeals, June 4, 19238 [13 T. M. 
Rep. 335]).° 


Not Merely Name of Corporation 


Fennina, A. C.: A petition was entered to cancel the word 
“Cardinal” for phonographs, registered by the Art Cabinet Co., 
on March 9, 1920, under No. 129,599, use being claimed since May 
15, 1919. The petitioner was incorporated in 1910. Cancellation 
was ordered on the authority of the American Steel Foundries Co., 
264 O. G. 354 [9 T. M. Rep. 364]. 

* Ex parte, Bradford Dyers Association, Ltd., 143 M. D. 204, January 
5, 1993. 


* Pittsburgh Plate Glass Company v. Indiana Indestructible Paint Co., 
143 M. D. 347, June 9, 1923. 
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Petitioner also requested the cancellation of “The Cardinal 
Phonograph” with the representation of a red cardinal bird on the 
letter “D” of the word “Cardinal,” which was registered under 
No. 129,600, on March 9, 1920. Held not only the name of the 
Cardinal Cabinet Company and cancellation was refused.*® 


Kinnan, F. A. C.: An application to register the trade- 
mark “United” for cement used in making boots and shoes in Class 
5 used since 1910 was refused because it is the essential part of 
the name of the United Drug Co., incorporated in 1902. This 
decision was appealed. Asbestone Co. v. Carey Mfg. Co., 200 
O. G. 857 [4 T. M. Rep. 161]; In re United Drug Co., 220 O. G. 
729 [6 T. M. Rep. 101]; Mansfield Tire §& Rubber Co. v. Ford 
Motor Co., 222 O. G. 1056 [6 T. M. Rep. 141]; Burrell v. Simplex 
Electric Heating Co., 225 O. G. 787 [6 T. M. Rep. 286]; Simplex 
Electric Heating Co. v. Ramey, 243 O. G. 798; Howard Co. v. 
Baldwin Co., 48 App. D. C. 437 [9 T. M. Rep. 116]; In re Ameri- 
can Steel Foundries Co., 264 O. G. 354 [9 T. M. Rep. 364]. 

In all the above cases there was some suggestion of similarity 
of goods, enough to raise a possibility of confusion. It seems 
probable that the basis of the statutory prohibition is an injury to 
the business of the bearer of the name. There is here no evidence 
of similarity of goods. 

Moreover, “United” is a word in very common use and appli- 
cant was incorporated in 1899. A word in such common use can- 
not be regarded as the name of a corporation or the essential part 
thereof. The registration was ordered." 


Petition to Revive 


Kinnan, F. A. C.: A petition was filed to revive application 
abandoned since September 1, 1921, on the ground that applicant 
had been seeking and had now obtained proof that owner of regis- 
tration cited against application was dead and his mark no longer 


* Cardinal Cabinet Co. v. Art Cabinet Co., 140 M. D. 347, April 26, 
1922. 
” Ex parte, United Shoe Machinery Co., 140 M. D. 335, April 21, 1922. 
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used. Held, that, since it would be necessary to furnish such 
proof before filing the application, the prosecution of the applica- 


tion had not been advanced since the date mentioned. Petition 
denied.” 


Newton, C.: This is an appeal from the decision of the 
Examiner of Trade-Marks refusing to register this print, on the 
grounds, first, that the specimens submitted are blue prints and 
are therefore not permanent; second, that the print must be such 
a one as may be used in the form submitted as belonging to an 
article of manufacture, and the blue print not being in such form 
and only a copy should not be registered, citing Ex parte, A. Silz, 
181 O. G. 542. 


As to the first point, it is uncertain whether blue prints are 
permanent or not and for that reason it is deemed best that appli- 
cant furnish black and white prints, which he has done since the 
hearing. 

As to the second point, applicant states that the prints sub- 


mitted are what he has actually published and if that is true, the 
office should register applicant’s print. 
To the extent indicated, the Examiner is overruled.** 


Proof of Abandonment 


Kinnan, F. A. C.: On petition to revive, applicant, in an 
attempt to prove abandonment of the name “Town & Country,” 
as title to a magazine, explained that he had been advised to wait 
two or three years more in order that abandonment might be con- 
clusively proven. An affidavit filed apparently shows that regis- 
trant had abandoned use of the title, but exhibits cited in the 
affidavit were not submitted, and the affidavit bore typewritten 
signatures of both registrant and notary, and the latter’s seal was 
not affixed. 

The showing of abandonment held insufficient.** 

* Ex parte, I. N. Stowe, M. D., 142 M. D. 97, November 15, 1922. 


** Ex parte, Reo Motor Car Company, June 5, 1920. 
* Ex parte, Stuyvesant Co., 143 M. D. 452, July 10, 1923. 
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Use of “Approved” Label 


Rosertson, C.: This is a petition from the requirement of 
the Examiner that applicant furnish labels stamped “approved” 
by the Bureau of Animal Industry on the labels used for meat 
products. 

The present practice of requiring such labels to be stamped 
“approved” has been followed for some time and no good reason 
is apparent why it should be discontinued, especially in view of 
the fact that the Department of Agriculture desires that the prac- 
tice be continued if the Patent Office finds it agreeable and feasible 
to do so. It is evidently no hardship upon applicant to comply 
with the requirement.” 


* Ex parte, Dunlevy Packing Co., 143 M. D. 102, April 9, 1923. 




















SPECIAL NOTICE 


The United States Trade-Mark Association has per- 
fected an arrangement whereby it is able to furnish imme- 
diately to Subscribers for its REPORTER a manuscript 
copy of any decision of a Federal Court, or Appellate 
Court of any State at the cost of typewriting the same. 


This service will be of great value to Subscribers of 
the REPORTER who need a copy of a current opinion 
on any subject more promptly than it is obtainable from 
the pages of the official reports, and to members of the 
Association who require a similar service for their legal 
department. 


Any Subscriber to the REPORTER interested in a 
case pending on appeal by informing us of the fact in 
advance of the decision would be assured of a full copy of 
the decision of the Court in the case within a few days of 
the time it is handed down. 


The purpose of this arrangement is primarily to im- 
prove our service to Subscribers by enabling us to publish 
more promptly than heretofore decisions on the subject 
of trade-marks, trade-names and unfair competition. 


In view of the added expense of the service outlined 
above, and the resulting increase in the size of the publica- 
tion, we are compelled to raise the subscription of the 
TRADE-MARK REPORTER to Six Dollars ($6.00) be- 
ginning with the 1927 Volume (Vol. 17). The price of 
single copies and of bound volumes, however, will remain 
as at present. 


THE UNITED STATES TRADE-MARK ASS’N 
84 Nassau Street New York City 





